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PART I 


EVIDENCE UNDER SEC. 2(f) OF THE TRADE-MARK ACT OF 1946! 
By Katharine I. Hancock* 


I. 


For the past five years the Patent Office has been administering a provision 
new in trade-mark statutory law—namely, Sec. 2(f) of the Trade-Mark Act of 
1946, which provides for registration of trade-marks on the basis of what is 
commonly referred to as “secondary meaning,” or registration of marks otherwise 
not qualified for registration which however have actually become distinctive of 
the origin of the goods. 

It is believed that there has now elapsed sufficient time to make it both possible 
and profitable to evaluate the development of procedures in the Patent Office under 
this provision. 

A particularly important and difficult part of Sec. 2(f) is the circumstance 
which gives the Patent Office the duty of weighing evidence which may be sub- 
mitted to support the bare claim that the mark has become distinctive in order 
to determine whether it is adequate to prove that the mark has acquired distinc- 
tiveness as indicating the origin of the goods and therefore meets the requirements 
for registration under Sec. 2(f). 

It is the purpose of this paper to examine the subject of evidence under 
Sec. 2(f)—-why such evidence is necessary, the standards by which it is judged by 
the Patent Office, and of what it should consist—and to substantiate the examina- 
tion by reference to court decisions handed down since the effective date of the 
Trade-Mark Act of 1946 (July 5, 1947), and by examples of types of evidence which 
have been accepted by the Patent Office. 

It is hoped that such a discussion will be beneficial to the Patent Office, to 
applicants and to their attorneys, by providing a clarifying basis for understanding 
Patent Office requirements and how to meet them satisfactorily with the least delay 
and confusion. 

To understand Sec. 2(f) it is necessary to understand the common law back- 
ground of trade-marks with regard to types of words which are legally incapable 
of being exclusively appropriated and used as trade-marks. 

A trade-mark is a word or symbol which is used on goods by only one indi- 
vidual in order to indicate that the goods originated in that person. If the mark 
were used by more than one individual, it would lose its capacity to identify the 
origin of the goods, for the public would no longer be able to assume that the 
goods come from a single source. It is a necessary characteristic of trade-marks 
that they be used and therefore owned by one individual alone. However, there 
is no more firmly settled point of trade-mark law than that the use of certain types 
of words cannot be limited to one person. These words are of such a nature that 
they can also be employed by others with equal right, and to permit one person 


1. Reprinted by special permission from Journal of the Patent Office Society, Vol. 
XXXIV, No. 10, for October 1952. 
*Trade-Mark Examiner, U. S. Patent Office; Member D. C. Bar. 
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to use them exclusively would take something away from others which they should 
be free to use. 

Under the common law there are three types of words thus prohibited exclusive 
appropriation, namely, descriptive words, geographical words, and surnames. 


Any word which describes a quality, characteristic, or ingredient of the goods 
is common property to all who deal in the goods. Such a word is in a way actually 
a part of the goods and should travel with them. Anyone who has a right to 
make, sell, or talk about certain goods also should have the right to use all words 
necessary to describe them properly. Such words are in the public domain insofar 
as they are used in connection with the goods, and courts will not abridge the 
right of the public to use them, nor restrict the ability of the public and other 
manufacturers to describe the goods.} 


Geographical words are incapable of being used as trade-marks for a similar 
reason. It might be said that they describe a geographical characteristic of the 
goods because they indicate origin from a geographical point of view. Anyone 
who manufactures goods under the appropriate geographical circumstances could 
truthfully use such words to describe an important feature associated with the 
goods, namely, their geographical origin. Courts will not deprive the public in this 
respect either of its freedom to use words necessary to describe the goods fully and 
truthfully.? 

Surnames are not subject to exclusive appropriation for a different reason, 
that is, that everyone is entitled to use his own surname in his business. A person’s 
name is as much a part of him as his personality. It has all the elements of his 
own personal property in the eyes of the law, and not even someone else having 
the same surname can take its use away from him. The one person has a right 
equal to the right of the other person to use the name.* 

However, it became evident that in some situations these prohibitions worked 
hardships and inequities. This was brought to light in suits in unfair competition 
where courts found that some individuals shielded themselves behind this freedom 
in order to confuse the public and to divert to themselves unfairly some of the 
fruits of the labors of their competitors. 

The courts therefore developed what is referred to as the theory of secondary 
meaning. Under this theory, when by certain types and length of use of one of these 
defective words in connection with particular goods, one person has developed in 
the minds of the public a new significance for the word which is different from 
the original meaning—the new significance being that the goods are the product 
of this person—so that the original meaning is no longer thought of and the word 
is now recognized on these goods only for its significance as indicating the origin 
of the goods, others will then be prohibited from using the word on similar goods. 


1. Nims, Unfair Competition and Trade-marks (4th Ed., 1947), Ch. XIV (pp. 536 
et seq.). 

2. Nims, Unfair Competition and Trade-marks (4th Ed., 1947), Ch. VIII (pp. 289 
et seq.) ; p. 563. 

3. Nims, Unfair Competition and Trade-marks (4th Ed., 1947), Ch. VI (pp. 191 


et seq.); p. 571. 
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In the case of G. and C. Merriam Co. v. Saalfield, 198 F. 369, 373 (C. C.A. 
6, 1912). Judge Denison set forth the theory in these classic words: 


Primarily, it would seem that one might appropriate to himself for his goods any 
word or phrase that he chose; but this is not so, because the broader public right 
prevails, and one may not appropriate to his own exclusive use a word which already 
belongs to the public and so may be used by any one of the public. Hence comes 
the rule, first formulated in trade-mark cases, that there can be no exclusive appro- 
priation of geographical words or words of quality. This is because such words are, 
or may be, aptly descriptive, and one may properly use for his own product any 
descriptive words, because such words are of public or common right. It soon 
developed that this latter rule, literally applied in all cases, would encourage com- 
mercial fraud, and that such universal application could not be tolerated by courts 
of equity; hence came the “secondary meaning” theory. There is nothing abstruse 
or complicated about this theory, however difficult its application may sometimes be. 
It contemplates that a word or phrase originally, and in that sense primarily, 
incapable of exclusive appropriation with reference to an article on the market, 
because geographically or otherwise descriptive, might nevertheless have been used 
so long and so exclusively by one producer with reference to his article that, in 
that trade and to that branch of the purchasing public, the word or phrase had 
come to mean that the article was his product; in other words, had come to be, 
to them, his trade-mark. 


This new rule was not adopted by the courts, however, without some hesi- 
tancy, which is typified in the following excerpt from Judge Shepard’s decision in 
In re American Circular Loom Co., 28 App. D. C. 450 (1906), where prior cases 
denying secondary meaning are cited with approval: 


It was held (in Cellular Clothing Co. v. Maxton (1899) (A. C. 326) that the 
word “cellular,” being a word descriptive of the article of cloth manufactured, 
could not be appropriated as a technical trade-mark. It was also contended in that 
case that by long-continued manufacture and sale of the particlar goods the word 
had come to be generally regarded in a secondary sense, as indicating nothing 
more than origin and manufacture and considerable evidence was offered on the 
point, but its sufficiency was denied. Referring to the case of Reddaway v. Banham, 
known as The Camel’s Hair Belting Case (1896) A. C. 199, which all of the judges 
distinguished from the case at bar, Lord Shand said: “of that case I shall only say 
that it no doubt shows it is possible, where a descriptive name has been used, to 
prove that so general—I should rather say so universal—has been the use of it as 
to give it a secondary meaning, and so to confer on the person who has so used it a 
right to its exclusive use, or at all events, to such a use that others employing it 
must qualify their use by some distinguishing characteristic. But I confess I have 
always thought, and I still think, that it should be made almost impossible for 
anyone to obtain the exclusive right to the use of a word or term which is in 
ordinary use in our language, and which is descriptive only, and, indeed, were it 
not for the decision in Reddaway’s case, I should say this should be made altogether 
impossible.” 


This hesitancy serves to illustrate the basis for the rigidity of the 1905 Trade- 
Mark Act with regard to prohibition of registration of descriptive words, sur- 
names and geographical words as trade-marks. The 1905 Act did not attempt to 
make new law but merely codified the common law. Since the secondary meaning 
doctrine was not a common law legal concept but merely an equitable doctrine 
employed by equity courts to do justice in individual cases, it was not embodied 
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in the 1905 Act. The 10-year proviso of the 1905 Act was the only concession to 
secondary meaning, and this was so stilted and narrow by reason of being limited 
to use during the ten years next preceding February 20, 1905, that its usefulness 
was always very limited and by 1946 was practically non-existent. 

In the forty-one years between the 1905 Trade-Mark Act and the Trade-Mark 
Act of 1946 the belief became strong that the equitable rule was sound and that 
what was done by courts with regard to use of words as trade-marks should also 
be done by statute with regard to registration of words as trade-marks. 

The secondary meaning doctrine of the courts was therefore embodied in the 
Trade-Mark Act of 1946 in the form of Sec. 2(f) in the following words: 

Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this section, 

nothing herein shall prevent the registration of a mark used by the applicant which 

has become distinctive of the applicant’s goods in commerce. The Commissioner may 

accept as prima facie evidence that the mark has become distinctive, as applied 

to the applicant’s goods in commerce, proof of substantially exclusive and con- 

tinuous use thereof as a mark by the applicant in commerce for the five years next 

preceding the date of the filing of the application for its registration. 

[Paragraphs (a), (b), (c), and (d) refer to certain absolute prohibitions.] 

The crux of the problem in applying the theory of secondary meaning at 
common law was what the word had come to mean to the purchasing public. 
Courts necessarily had to inquire into and determine what had been done to 
promote the mark and to mold public opinion, and what the public believed the 
meaning to be. This would be done by submission of evidence in accordance with 
all the court rules of evidence, and since the protection of such words was con- 
trary to established law, the evidence would have to be clear and strong. Referring 
again to In re American Circular Loom Co., the following comment (originally 
found in Cellular Clothing Co. v. Maxton) is found: 

Lord Davey said: “A man who takes upon himself to prove that words which are 

merely descriptive or expressive of the quality of the goods have acquired the 

secondary sense to which I have referred assumes a much greater burden,—and, 
indeed, a burden which it is not impossible, but at the same time extremely difficult 

to discharge,—a much greater burden than that of a man who undertakes to 

prove the same thing of a word not significant and not descriptive, but what has been 

compendiously called a ‘fancy’ word.” See also Bennett v. McKinley, 13 C. C. A. 

25, 26; 26 U. S. App. 496; 65 F. 505. 

When a person adopts a mark which is meaningless in connection with the 
goods and which therefore has no other reasonable effect than to indicate origin 
or ownership, Sec. 2(f) is not applicable. Such marks are referred to variously 
as “coined,” “arbitrary” or “fanciful,” and are known as technical trade-marks. 
However, insofar as marks leave this field of arbitrariness or lack of meaning, either 
descriptively or as a surname, they enter the zone where it must be determined 
whether Sec. 2(f) must be applied. Each instance is a question of fact to be deter- 
mined on its own merits,* but the more significant the word the greater the likelihood 
that Sec. 2(f) will be invoked, and after Sec. 2(f) is invoked, the amount of evi- 
dence necessary is determined by the seriousness of the defect in the mark. 


4. Automatic Washer Co. v. Easy Washing Machine Corp., 89 U. S. P. Q. 524; King 
Pharr Canning Operations, Inc. v. Pharr Canning Co., Inc., 83 U. S. P. Q. 146. 
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In registration under Sec. 2(f), as at common law, the crux of the problem 
is what the word means to the public.5 

It should be noted that Sec. 2(f) does not give an automatic blanket per- 
mission to register, any more than the common law doctrine of secondary meaning 
gave an automatic right to use. Sec. 2(f) merely states that the prohibition made 
by other sections of the Act as to descriptiveness, geographical descriptiveness and 
surnames, shall not prevent registration of a mark which has become distinctive 
in spite of such defects, leaving to the Patent Office the duty of deciding whether 
the mark presented has in fact become distinctive as alleged by applicant. It is 
necessary for the Patent Office to exercise this duty by making an active examina- 
tion because, as stated in Sec. 2(f), registration is predicated on distinctiveness 
actually being already an accomplished fact.® 

The Act itself provides only one suggestion for judging whether a mark has 
acquired distinctiveness—namely, substantially exclusive and continuous use by the 
applicant for the five years next preceding the filing date of the application. This 
criterion is permissive, not mandatory. The Patent Office “may” accept it; it is not 
required to do so.7 

The Patent Office examines each applicant’s original claim to the best of its 
ability on the basis of the material in the file and in records and publications 
available to the Office. If as a result it appears in the judgment of the Office that 
the mark has not or cannot become distinctive, the Office must refuse to accept 
the bare allegation and refuse to register the mark. Then the burden of proving 
the allegation rests upon the applicant.2 The Act does not authorize the Patent 
Office to require submission of evidence; in fact, the Patent Office is not required 
even to ask for additional evidence.® Nor is the Patent Office required to accept 
as adequate whatever evidence is submitted. The duty of presenting the facts 
is on the applicant, who is allowed to proceed with the case as he sees fit and to 
undertake to prove the allegation by the submission of any such evidence as he 
believes supports his claim, in an attempt to convince the Patent Office of the 
validity of his claim.!° After that, the Office will examine whatever evidence has 
been submitted, whether it is the statutory suggestion of five years use or whether 
it is other types of evidence, and will reach a determination as to the competency 
and adequacy of the evidence to substantiate the claim and support registration 
under Sec. 2(f). 


5. Ex parte Bowes Seal-Fast Corp., 82 U. S. P. Q. 382; Ex parte Ring Specialty Co., 
83 U. S. P. Q. 35; Ex parte Dooley Co., 86 U. S. P. Q. 175. 

6. Ex parte Booth Bottling Co., Inc., 80 U. S. P. Q. 78; for analogy to common Jaw 
trade-mark rights, cf. Speed Products Co., Inc. v. Tinnerman Products, Inc., 83 U. S. P. Q. 
490, and Jewel Tea Co., Inc. v. Kraus, 84 U.S. P. Q. 218. 

7. Ex parte Booth Bottling Co., Inc., 80 U. S. P. Q. 78; Ex parte Stauffer Chemical 
Co., 81 U. S. P. Q. 255; Ex parte Kalart Co., Inc., 88 U. S. P. Q. 221; Master etc. v. Cribben 
@& Sexton Co., 90 U. S. P. & . 

8. Ex parte Booth Bottling Co., Inc., 80 U. S. P. Q. 78; Ex parte Stauffer Chemical 
Co., 81 U. S. P. Q. 255; Ex parte Bianchini, Ferier, Inc., 85 U. S. P. Q. 316; Ex parte Nancy 
Ann Storybook Dolls, Inc., 84 U. S. P. Q. 321; Ex parte Kalart Co., Inc., 88 U. S. P. Q. 221. 

9. Ex parte San Francisco Brewing Corp., 92 U. S. P. Q. 286. 

10. Ex parte Kalart Co., Inc., 88 U. S. P. Q. 221; Ex parte San Francisco Brewing 
Corp., 92 U. S. P. Q. 286; Speed Prods. Co., Inc. v. Tinnerman Prods., Inc., 93 U. S. P. Q. 
193. 
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There are five situations involving evidence under Sec. 2(f) : 


1. Five years use. 

2. Five years use, plus proof that such use actually was substantially exclusive 
and continuous. 

3. Five years use, plus proof on other points besides mere length of use. 

4. Proof as to other points only, even though there has been five years use. 

5. Proof as to other points, where there has not been five years use. 


Numbers 1 and 2 are commonly referred to as “registration under Sec. 2(f) 
on the basis of five years use.” The allegation concerning the five years use is ordi- 
narily a part of the application as originally presented, although it may be added 
by amendment later. If the nature of the mark is such that this evidence is consid- 
ered sufficient to support the claim that the mark has became distinctive, no addi- 
tional evidence is necessary. If it is not considered sufficient, then registration is 
refused. 

The five years referred to must be those next preceding the filing date of the 
application; they cannot be accrued after the filing date while the case is pending 
in the Patent Office. Unlike the procedure involved when an application is trans- 
ferred from the Principal Register to the Supplemental Register, a request for 
registration under Sec. 2(f) made after the original filing of the application on 
the Principal Register does not give the application any different filing date. Regis- 
tration under Sec. 2(f) is registration on the Principal Register, and the original 
filing date on the Principal Register is controlling in determining whether there 
has been five years use within the meaning of Sec. 2(f). 

The five years referred to must also be use in commerce, as stated in Sec. 2(f). 
Sec. 45 defines commerce as that commerce which may lawfully be regulated by 
Congress. Five years use may not therefore be based on use in intrastate commerce, 
for example, and the date of first use in commerce (as distinguished from the 
date of first use per se) given in the application must be such as to include the 
full five years prior to the date the application was actually filed. 

If it appears that applicant’s use during the five year period has not been 
substantially exclusive and continuous, further proof or explanation on that point 
is required. 

Although any other use by another party during the five year period serves 
initially to negative applicant’s claim of exclusive use,!! applicant’s use need not 
be absolutely exclusive. It need only be “substantially” exclusive, thus making 
allowance for insignificant or infringing uses by others. However, adequate proof 
of applicant’s right to claim the benefit of these exceptions must be presented. For 
example, the existence of advertisements showing use of the mark by others throws 
the burden on applicant of proving that such uses were sporadic or insubstantial, or 
were infringing uses, before registration can be based on exclusive use.!2 The exist- 
ence of listings in Trade Directories would accomplish the same result, as was the 


11. Gordon-O’Neill Co. v. Continental Distilling Corp. v. Steinhardt Co., Inc., 86 
U. S. = Q. 320; Vestal Laboratories, Inc. v. Hillyard Chemical Co., and vice versa, 92 
U. S. P. Q. 289; Northam Warren Corp. v. Consolidated Cosmetics, 93 U. S. P. Q. 345; 
Ex pa arte Nancy Ann Storybook Dolls, Inc., 84 U. S. P. Q. 321. 

12. Ex parte Kalart Co., Inc., 88 U. S. P. Q. 221. 
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case in trade-mark registration 527,042 for the mark “Ever-Bright” presented under 
Sec. 2(f) and later converted to the Supplemental Register.!* 

In the case of descriptive marks reliance almost necessarily has to be on incon- 
sequential use, rather than infringing use, by the other party during the five year 
period, for no one person has the exclusive right to use descriptive words and use 
by another is not infringement unless the first user has acquired distinctiveness 
prior to the second use.!4 

In the case of surnames, on the other hand, the exception as to infringing 
use might be more readily available, for distinctiveness is more quickly acquired 
for them than is often the case with descriptive marks. In registration 553,408 
for the mark “Waldron,” for instance, ex parte cancellation of a cited registra- 
tion was not sufficient and a showing of the basis for the cancellation was necessary 
in order to bring the case under one of the exceptions to exclusive use. The show- 
ing, which was accepted, consisted of a photostatic copy of an agreement acknowl- 
edging the infringing nature of the mark in the registration and agreeing to cancel 
the registration. 

There is no exception, however, to “continuous” use during the five year 
period. The Patent Office has interpreted the grammar of this clause to be that 
“substantially” modifies “exclusive” only, and not “continuous.” Breaks in use, 
such as those caused by war or prohibition of law, may be excusable and do not 
necessarily prevent registration, but registration must be on some basis other than 
five years use. For example, registration may be based upon distinctiveness acquired 
through other facts and circumstances besides length of use (Numbers 4 or 5 
above). 

Number 3 is commonly referred to as “registration under Sec. 2(f) on the 
basis of five years use plus additional evidence,” or in short, registration on the 
basis of additional evidence. Practically, this is a combination of Numbers 1 and 4. 

Numbers 4 and 5 are commonly referred to as “registration under Sec. 2(f) 
on the basis of other facts and circumstances.” This method may be used even 
though applicant has five years of substantially exclusive and continuous use. An 
applicant is not compelled to base his claim on five years of use merely because 
his use dates show he has used his mark five years. If there is another way open 
to him, he is free to take it. The suggested criterion in Sec. 2(f) is permissive as 
to applicants as well to the Patent Office.’® In registration 544,282 for the mark 
“Better” the applicant had many more than five years of use but at the same time 
was prosecuting an opposition proceeding against another party who was also 
attempting to register the mark. The applicant elected to prove distinctiveness on 
the basis of other facts and circumstances rather than seek registration on five 
years of use plus proof that the other party’s use was either insubstantial or 
infringing. 

Numbers 3, 4 and 5 are often all referred to by the same term—registration 
on the basis of additional evidence. This is actually erroneous, for each of Numbers 


13. Cf. Monsanto Chemical Co. v. Mobile Paint Co., 90 U. S. 
14. Speed Prods. Co., Inc. v. Tinnerman Prods., Inc., 93 U. S. 
15. Ex parte Kalart Co., Inc., 88 U. S. P. Q. 221. 


P. Q. 192. 
P. Q. 193. 
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3, 4 and 5 represents a different fact situation. Where different circumstances are 
involved, care should be taken to refer to each circumstance by a term which 
reflects those differences. Careless and inaccurate use of terms to designate the 
various bases for registration under Sec. 2(f) is both misleading and procedurally 
unsound.!6 


Trade-mark Rule 8.1 suggests suitable phrases to be inserted in the applica- 
tion to indicate which of the above methods has been pursued. 


II. 


The foregoing discussion of the background theory of Sec. 2(f) shows the 
reason for the submission of additional evidence to support a claim of distinctive- 
ness of an otherwise unregistrable mark. We now come to the second aspect of 
this survey, namely, an inquiry into the standards used by the Patent Office in 
carrying this new policy into effect. 

The discussion will be channeled as follows: 


a. The standards of evidence proposed to be used by the Patent Office as a 
framework within which to administer Sec. 2(f) and upon which to build its 
future procedures. 

b. The particular defect of the mark as the controlling factor determining 
type and quantity of evidence necessary. 


It is obvious that the work of the Patent Office in administering the new 
provisions embodied in Sec. 2(f) approaches the functions of the courts in a 
manner not heretofore required of the Patent Office. Patent Office procedures 
do not have the scope of those of courts, for the Patent Office is only a quasi- 
judicial body; but on questions of fact under its jurisdiction its determinations 
establish a prima facie case. Because Patent Office determinations under Sec. 2(f) 
differ from court determinations in degree only, and not in kind, the Patent Office 
from the beginning attempted to apply Sec. 2(f) in the spirit of the court proce- 
dures on the same point.!7 

The general common law principles of evidence were adopted at the outset 
as the governing standards in administering Sec. 2(f). Any evidence competent 
to establish unfair competition cases, preliminary injunctions or secondary meaning 
cases in court is acceptable to the Patent Office. In practice, however, the Patent 
Office procedures can be more standardized and less voluminous than court records 
due to the difference in scope of the resulting determinations, but the nature 
of the evidence is required to meet the same standards. As a practical matter, the 
Patent Office has no facilities for and does not need the detailed technical presen- 
tation necessary in court proceedings. It is not desirable to “load the file” with 
cumulative proofs beyond what is necessary to establish the point. 


16. Gordon-O’Neill Co. v. Continental Distilling Corp. v. Steinhardt Co., Inc., 86 
U. S. P. Q. 320. 

17. Ex parte Stauffer Chemical Company, 81 U. S. P. Q. 255; Assistant Commissioner 
Joseph E. Daniels, address delivered before 71st Annual Meeting of the United States Trade- 
Mark Association, New York, May 24, 1949, 39 T. M. Rep. 383. 
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The evidence must of course be relevant and material, but above all it must 
be competent. Any competent evidence will be given consideration. 

The objection of “self-serving” has sometimes been leveled against evidence 
given by applicant himself, but such evidence is not automatically considered incom- 
petent. Its competence depends upon other circumstances than the fact that it 
is given by applicant. In a broad sense, anything an applicant testifies to is self- 
serving in that he intends that it shall result in benefit to himself. But nevertheless, 
an applicant’s own testimony as to facts within his own knowledge may be accepted 
as competent, whereas his expressions of mere opinion or laudation may not.}8 

Evidence which is considered competent is based on facts and of course ex- 
cludes hearsay and opinion, particularly when it is directly on the point at issue. 
Expert opinion, where necessary and where affiant’s expertness is established, is 
acceptable. 

In courts the evidence is presented by means of witnesses. In the Patent 
Office prosecution of applications there is no provision for hearing and presentation 
of witnesses. The presentation of witnesses in prosecuting a Sec. 2(f) application 
is accomplished by way of affidavits. The matter in the affidavits is only acceptable 
and only given weight insofar as it conforms to matter which a witness could give 
in person, since the affidavit is the equivalent of a witness. 

The fact situation to be proved in connection with each mark varies so much 
from case to case that an inflexible standard would be inadvisable even if it were 
possible.19 The standard lies in the soundness and credibility of the matter allowed 
as evidence, rather than in uniformity or precise specification of the form of the 
evidence. 

The particular defect which renders the mark otherwise unregistrable is the 
controlling factor which determines the quantity of evidence necessary, and also 
influences the type of evidence which is suitable. Let us consider the three defects 
in the reverse order to the amount of evidence each usually requires. 

Surnames are generally accepted on the basis of the original allegation of 
five years use. Additional evidence is seldom required, though in rare instances 
it may be. Since the nature of the prohibition as to surnames rests merely in the 
possibility that others of the same name may also be using or wish to use the name 
on goods similar to those of applicant, it is felt that five years exclusive use is suffi- 
cient time to reduce such possibility to an improbability. Furthermore, after five 
years applicant would have built up a property right in the name in trade which 
could not be ignored even by someone else of the same name.?° 

The less common a surname is, the more unlikely becomes the possibility of 
any conflicting use arising, until in some instances, especially where the mark was 
adopted for an arbitrary reason and merely happens to turn out to be also a sur- 
name, as happened in the case of the mark “Kodak,” the possibility is reduced 
to such a low degree of probability that the mark does not have to be put under 
the provisions of Sec. 2(f) at all.?? 





18. Ex parte Stauffer Chemical Company, 81 U. S. P. Q. 255. 

19. Automatic Washer Co. v. Easy Washing Machine Corp., 89 U.S. P. Q. 524. 
20. Cf. S. C. Johnson & Son, Inc. v. Johnson, 81 UV. S. P. ‘2. 509. 

21. Cf. Ex parte Wayne Pump Co., 88 U. S. P. Q. 437. 
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The question here is not that the public would think the mark actually is 
something other than a trade-mark, for it would be obvious in most cases that a 
surname was intended to indicate origin. The question is rather whether there 
is sufficient likelihood that someone else’s rights in the use of the word would be 
violated to require further proof besides mere use that they are not. Such proof 
would usually consist of competent statements from proper sources in support of 
applicant’s original claim of exclusive use. 

Additional evidence for geographically descriptive marks is probably necessary 
more frequently than for surnames,** but here too the original allegation of five 
years use is usually sufficient. The defect as to these marks is twofold: that the 
rights of others may be impaired, and that purchasers may fail to recognize the 
mark as a trade-mark, seeing in it only the description of a geographical feature 
of the goods. 

If the name of a place is widely known, and the place is large, the chances 
of its having merely a geographical meaning to the public are increased, especially 
if the goods are of a type that the public could logically assume might be manu- 
factured there. As such likelihood increases, a point is reached where additional 
evidence is necessary to refute the existence of such an assumption on the part 
of purchasers. 

Names of places which are small and obscure and known only locally, would 
not ordinarily require the provisions of Sec. 2(f). This could be true even though 
the goods are manufactured there, for the public as a whole would not assume 
the mark meant location because they had never heard of the place. Upon later 
learning the situation, the mark already has acquired trade-mark significance indi- 
cating origin in one person and the public does not then assume the mark is a 
mere badge of geographical location. The man has made the place, not the place 
the man, and he reaps the benefit. 

On the other hand, additional evidence would almost invariably be necessary 
where the geographical area is a center of production of the goods and that fact 
is well known so that only additional proof beyond mere five years use would indi- 
cate whether distinctiveness indicating origin in one person had actually been ac- 
quired and that rights of others to use the mark were not being unduly restricted. 
Examples might be the names “Youngstown” and “Pittsburgh” for steel, since it is 
well known that such goods are produced in large quantities by many companies 
in those towns, and the word “Paris” for perfume, since it is also well known that 
perfume is manufactured there by many companies and commands a high price 
because of geographical origin aside from any particular manufacturer. 

In some rare instances a geographical term would be refused under Sec. 2(f) 
even with additional evidence. Such cases are those where a geographical term 
has come to have a specific descriptive meaning to the public. An example might 
be the word “Limoges” for chinaware, since it is well accepted that such word 
indicates a fairly specific type and quality of china made in Limoges, France, by 


22. Palmer v. Gulf Pub. Co., 78 U. S. P. Q. 349; New Yorker Hotel Corp. v. Pusateri, 
83 U. S. P. Q. 423; American Auto. Ins. Co. v. American Auto Club, 87 U. S. P. Q. 59. 
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any number of different manufacturers, as distinguished from just one person. Or 
the word “Tennessee” for whiskey.*? 

The types of evidence used for geographical marks would consist of those which 
indicate that the public recognizes the mark as a trade-mark, as well as competent 
statements in support of applicant’s original claim of exclusive use. 

Additional evidence over and above five years use is frequently required 
in connection with descriptive marks. This type of mark also requires the greatest 
amount and the most convincing evidence. The amount of evidence needed varies 
directly with the degree of descriptiveness of the mark.” 

Whether a descriptive word or symbol functions as a trade-mark depends upon 
what the public thinks. Since the word or symbol has a primary meaning which 
is significant in describing the goods, it is possible that the public regards it only 
in that light in connection with the goods, in spite of applicant’s intentions to the 
contrary. Therefore proof that the public has actually attached a secondary mean- 
ing to the word or symbol as designating origin is necessary. The greater the 
descriptiveness, the less is the likelihood that mere five years use would be adequate 
proof of secondary meaning. 

Furthermore, since the mark does describe the goods, there is a probability 
that others are also using it to describe the goods. This would of course negative 
any claim to exclusive use, and registration, if possible at all, would have to be 
based on other facts and circumstances showing that secondary meaning has been 
acquired in spite of other uses. This burden is a heavy one, for such uses militate 
against the existence of a secondary meaning for the word in the minds of the 
public.*5 

The policy of preserving common words of the language for use by all, whether 
or not advantage has yet been taken of the right to use them, is still strong and 
is another reason for frequently requiring additional evidence in connection with 
descriptive words. To protect the public in this respect makes it necessary for an 
applicant to show that he has acquired a right which justifies restriction of the 
public right. In connection with some highly descriptive words, this public policy 
would be so strong that no amount of evidence would justify their exclusive 
appropriation. 

Generic words are obviously not subject to exclusive appropriation. Public 
policy would uot permit the application of secondary meaning to such words, 
but more than that, they are not capable of having trade-mark significance because 
they could not distinguish the goods of one person in the minds of the public from 
like goods of others.?® 
The term “generically descriptive” is sometimes used to signify a word which, 


23. Ex parte Jack Daniel Distillery, etc., 93 U.S. P. Q. 71. 

24. Ex parte Stauffer Chemical Co., 81 U. S. P. Q. 255; Ex parte American Map Co., 
Inc., 85 U. S. P. Q. 51; Ex parte Bianchini, Ferier, Inc., 85 U. S. P. Q. 316; Ex parte 
Kalart Co., Inc., 88 U. S. P. Q. 221. ; : 

25. Huntington Labs., Inc. v. Onyx Oil @ Chemical Co., 76 U.S. P. Q. 319; American 
Safety Razor Corp. v. Pal Blade Co., 76 U. S. P. Q. 272; Ex parte Bianchini, Ferier, Inc., 
85 U. S. P. Q. 316; see also footnote 41. 

26. Ex parte Bissell Varnish Co., 78 U. S. P. Q. 371; Ex parte Sperry Gyroscope Co., 
Ine., 77 U. S. P. Q. 634. 
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while it is not actually the name of the goods in a generic sense, still describes the 
goods in a way so essential and indispensable, and so near the way a generic term 
identifies the goods, that it is in the interest of the public to prohibit its exclu- 
sive use. 

A few words should be said about the basis for refusal to register which is 
variously referred to as “incapable of distinguishing the goods,” “does not function 
as a trade-mark,” or “incapable of functioning as a trade-mark.” These terms 
have two meanings. 

The first meaning has already been discussed, and refers to those words which 
are inherently incapable of distinguishing the goods*’—highly descriptive words, 
generic words, generically descriptive words and geographically descriptive words 
with great significance. In this sense, there is a clear-cut line between, on the one 
hand, surnames, geographical terms and descriptive terms (these latter being actu- 
ally capable of distinguishing goods but unregistrable because of the technical 
defects already discussed), and, on the other hand, those words which are inherently 
incapable of distinguishing the goods. 

The second meaning, which has not yet been specifically discussed, is that the 
word, phrase or symbol does not function as. a trade-mark because it is not used 
in such a way that it is recognized by the public as a trade-mark and therefore does 
not distinguish the goods.?* This second meaning is the first hurdle any mark must 


27. Ex parte Van Raalte Co., Inc., 73 U. S. P. Q. 490; Ex parte Norgahn Co., 74 
U. S. P. Q. 307; Davidow v. Harper & Bros., 78 U. S. P. Q. 61; Ex parte Strathmore Paper 
Co., 79 U. S. P. Q. 39; Ex parte Kaylon Inc., 77 U.S. P. Q. 274; Ex parte Booth Bottling 
Co., Inc., 80 U. S. P. Q. 78; Ex parte Stauffer Chemical Co., 81 U. S. P. Q. 255; Ex parte 
Pine Hill Prods. Co., 83 U. S. P. Q. 398; Ex parte American Enka Corp., 82 U. S. P. Q. 41; 
Ex parte Pulitzer Publishing Co., 82 U. S. P. Q. 229; Ex parte Ring Specialty Co., 83 
U. S. P. Q. 35; Ex parte William B. Ogush, Inc., 83 U. S. P. Q. 400; Compania “Ron 
Bacardi” S. A. v. Ronrico Corp., 83 U. S. P. Q. 473; Ex parte Bayuk Cigars Inc., 83 
U. S. P. Q. 537; Ex parte Nancy Ann Storybook Dolls, Inc., 84 U. S. P. Q. 321; Ex parte 
American Map Co., Inc., 85 U. S. P. Q. 51; Ex parte Burgess Battery Co., 85 U. S. P. Q. 
141, aff'd. 92 U. S. P. Q. 90; Ex parte Oshkosh Trunks & Luggage, 86 U. S. P. Q. 321 and 
325; Ex parte Chicago Roller Skate Co., 86 U.S. P. Q. 176; Ex parte Garrison, 87 U. S. P. Q. 
252; Ex parte Stauffer Chemical Co., 86 U. S. P. Q. 169; Ex parte Cube Steak Machine Co., 
86 U. S. P. Q. 327, aff'd. 93 U. S. P. Q. 61; Ex parte Master Lock Co., 86 U. S. P. Q. 
275; Ex parte Stadium Mfg. Co., Inc., 90 U. S. P. Q. 113; Schneider v. Youngberg Bros., 89 
U.S. P. Q. 31; J. C. Deagan, Inc. v. Schulmerich Electronics, Inc., 89 U. S. P. Q. 399; Ex 
parte Horn & Hardart Baking Co., 88 U. S. P. Q. 27; Ex parte Clark Equipment Co., 89 VU. S. 
P. Q. 90; Chamberlain v. Columbia Pictures Corp., 89 U. S. P. Q. 7; Ex parte Aerojet Engi- 
neering Corp., 90 U. S. P. Q. 120; Ex parte Pocket Books, Inc., 91 U. S. P. Q. 182; Ex parte 
George B. Hurd, Inc., 91 U.S. P. Q. 344; Ex parte B. F. Goodrich Co., 91 U.S. P. Q. 293; Ex 
parte Lucien Lelong, Inc., 91 U. S. P. Q. 248; Ex parte Interstate Bakeries Corp., 91 
U. S. P. Q. 340; Ex parte Bodie-Hoover Petroleum Corp., 91 U. S. P. Q. 352; Ex parte 
Mead, Johnson & Co., 91 U. S. P. Q. 377; Ex parte The Schatz Mfg. Co., 92 U. S. P. Q. 
254; Ex parte San Francisco Brewing Corp., 92 U. S. P. Q. 286; Ex parte Brown & Bigelow, 
93 U. S. P. Q. 232; Northam Warren Corp. v. Consolidated Cosmetics, 93 U. S. P. Q. 345; 
Ex parte Loft Candy Corp., 93 U. S. P. Q. 482; Bowman Gum, Inc. v. Topps Chewing 
Gum, Inc., 93 U. S. P. Q. 63; Ex parte United States Electric Mfg. Corp., 93 U. S. P. Q. 
47; Ex parte Bailey Meter Co., 93 U. S. P. Q. 179. 

28. Ex parte American Enka Corp., 81 U.S. P. Q. 476, reversed 92 U. S. P. Q. 111; 
Ex parte National Geographic Society, 83 U. S. P. Q. 260; Ex parte William Skinner & Sons, 
82 U. S. P. Q. 315; Ex parte Gianelloni, 82 U. S. P. QO. 73; Ex parte Bayuk Cigars, Inc., 
83 U. S. P. Q. 537; Ex parte American Map Co., Inc., 85 U. S. P. Q. 51; Ex parte Dooley 
Co., 86 U. S. P. Q. 175; Ex parte Picot Labs., Inc., 86 U. S. P. Q. 277; A. Stein & Co. v. 
S. @ L. Belt Co., Inc., 89 U. S. P. Q. 35; Ex parte B. F. Goodrich Co., 91 U.S. P. Q. 293; 
Ex parte Hillerich & Bradsby Co., 92 U. S. P. Q. 185; Ex parte Brown @& Bigelow, 93 
U. S. P. Q. 232; Ex parte Loft Candy Corp., 93 U. S. P. Q. 482; Haughton Elevator Co. v. 
Seeberger, 85 U.S. P. Q. 80. 
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clear, though it is not the only one. For a mark can be objected to as not being 
used in a manner that would be recognized as a trade-mark, and at the same time 
also be rejected as being a surname, a geographic word or a descriptive word, and 
both objections would have to be overcome. Both might be overcome by suitable 


types of additional evidence. 
Il. 


The elements to be considered in the problem of proving distinctiveness are 
varied,”® but the procedure is always basically the same. Establishing proof of dis- 
tinctiveness involves in general three steps: 


1. Evidence of use in such a way as to be recognized as a trade-mark. 


2. Evidence of extensive use and coverage, showing opportunity for the public to 
recognize the mark as a trade-mark. 
3. Evidence of acceptance and recognition of the mark by the public as a trade-mark. 


The character of the evidence which has been found to be acceptable to 
prove these points under Sec. 2(f) is the consideration of the last section of this 
paper. The writer has examined the files of many trade-mark registrations granted 
under Sec. 2(f) on the basis of evidence meeting all the various situations, and 
the following comments are based on the data garnered from these files. 

1. Evidence of use as a trade-mark. 

Marks which are inherently incapable of functioning as trade-marks due to 
defects in their nature, such as being generic, are outside the scope of this section. 
Additional evidence under Sec. 2(f) does not concern them, for no amount of 
evidence would prove their validity.°° 

However, additional evidence can be used to overcome the objection that the 
mark is incapable of functioning as a trade-mark because it is not used in such 
a way as to be recognized as a trade-mark. This could be done by submitting 
exhibits showing use of the mark in a way which would be recognized as a trade- 
mark. These exhibits could be tags, labels, cartons, or other matter similar to what 
would be submitted as specimens in an application, or could be samples of adver- 
tisements,*! brochures, leaflets, counter demonstrator devices, or other display 
material. Then a showing should be made that such use has been widespread 
enough and in sufficient quantity that the public would be likely to have recognized 
its trade-mark function. Sporadic use is not sufficient to accomplish this effect. 
Such a showing would probably be by affidavit by applicant or by others acquainted 
with the facts, setting forth the frequency and locations of the uses of the mark 
in this form, and the frequency, location and cost of advertisements, if these are 
involved, as well as samples of advertisements. 


29. Jewel Tea Co., Inc. v. Kraus, 84 U. S. P. Q. 218; Automatic Washer Co. v. Easy 
Washing Machine Corp., 89 U. S. P. Q. 524; Speed Prods. Co., Inc. v. Tinnerman Prods., 
Inc., 93 U.S. P. Q. 193. , 

30. Ex parte Booth Bottling Co., Inc., 80 U. S. P. Q. 78; Ex parte American Enka 
Corp., 82 U. S. P. Q. 41; Compania “Ron Bacardi” S. A. v. Ronrico Corp., 83 U. S. P. Q. 
473; Ex parte Bayuk Cigars, Inc., 83 U. S. P. Q. 537; Ex parte Oshkosh Trunks @ Luggage, 
86 U. S. P. Q. 321; Ex parte Nancy Ann Storybook Dolls, Inc., 84 U. S. P. Q. 321; Ex parte 
Jack Daniel Distillery, etc., 93 U. S. P. Q. 71. 

a Ex parte Oshkosh Trunks @ Luggage, 86 U. S. P. Q. 325. 
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An example of this situation is a descriptive advertising phrase used in asso- 
ciation with a technical trade-mark, registration being sought on the whole as a 
composite mark. An attempt to avoid a requirement of disclaimer or removal of 
the phrase on the basis of its not functioning as a trade-mark could be made by 
submitting additional evidence setting forth facts which show that the phrase in 
and of itself has been used in such a manner that it does function as a trade-mark 
and would be recognized as indicating origin of the goods. This was done in 
connection with the registered composite trade-mark “Tanks for the World” and 
associated globe design, where requirement to disclaim the phrase on the ground 
that it did not function as a trade-mark was overcome by a showing of recogni- 
tion of the phrase in and of itself as a trade-mark. 

Or, where a descriptive advertising phrase is sought to be registered by itself 
but the specimens show use only in association with a technical mark, and regis- 
tration is refused because as used the phrase does not serve as a trade-mark.** 
Additional evidence could be used in an attempt to show that the phrase is used 
alone and in such a way that it functions as a trade-mark. . 

Or, where a mark as shown in the application serves only as a decorative 
feature of the goods (on jewelry, for example), and registration is refused for 
that reason. Additional evidence could be used to give examples of more incon- 
spicuous use or use in another location with regard to the goods, which use could 
only be recognized as indicating origin and would not be assumed to serve as 
ornament. 

Another instance of an analogous situation is found in cases where the mark 
is “buried” in other matter, such as a long advertisement, magazine or newspaper 
copy, or in a large advertisement lay out containing conglomerated advertisement 
and comment, such as might be used as a point-of-purchase display. Under such 
circumstances the public might not even see the mark, much less be expected to 
see an intent to use as a trade-mark. It could not be assumed in such a situation 
that the public would recognize the mark as a trade-mark,®* and registration 
would be refused on that ground. Additional evidence could be presented to show 
that the mark had been used in some other way which would insure its being 
recognized as a trade-mark and would enable it to fulfill the function of identify- 
ing the goods. 

Again, where the manner of use of the mark is such to suggest only generic 
meaning or an intention to give information or to serve as a laudatory or mere 
attention-getting feature, the mark is not functioning as a trade-mark, and further 
proof is necessary as to the question of the mark’s ability to function as a trade- 
mark.*4 

Besides a showing of independent trade-mark use of the mark in question, 


32. Ex parte American Enka Corp., 81 U. S. P. Q. 476, reversed 92 U. S. P. Q. 111; 
Ex parte Horn & Hardart Baking Co., 88 U. S. P. Q. 27; Ex parte B. F. Goodrich Co., 
91 U. S. P. Q. 293. 

33. Ex parte National Geographic Society, 83 U. S. P. Q. 260. 

34. Haughton Elevator Co. v. Seeberger, 85 U. S. P. Q. 80; Ex parte Brown @& Bigelow, 
93 U. S. P. Q. 232; Ex parte Loft Candy Corp., 93 U. S. P. Q. 482; for similar showing 
under Act of 1920, see Ex parte Ideal Tooth Inc., 74 U.S. P. Q. 310. 
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other indications tending to show that a mark is used in a way capable of being 
recognized as a trade-mark and tending to show that applicant’s intent to use as 
a trade-mark has been communicated to the public, include all the common 
methods of format, such as misspelling, capitalization, quotation marks, location 
and form of lettering in relation to package design and other wording, and marking 
as a “trade-mark.”®5 

Unusual typography, poor grammar and bad orthography do not of course 
supply distinctiveness,®® but they may at least serve to get the mark over the 
hump of not being recognizable as a trade-mark. 


2. Evidence of extensive use and coverage. 


After it has been established that a mark is capable of functioning as a trade- 
mark and has been used in a way to be recognizable as a trade-mark, the next step 
in establishing its distinctiveness and eligibility for registration under Sec. 2(f) is 
proof of extensive use and coverage. This provides the basis of the opportunity 
for the mark to be seen by the public and therefore the likelihood that the public 
will recognize and remember it as a trade-mark rather than for its original meaning. 
Long use is very persuasive. Where use has been of only short duration, the greater 
the extent to which the mark has been promoted before the public the greater is 
the chance that the public now associates the mark in its mind with the goods in 
a trade-mark sense.°7 

Wide coverage is most often accomplished by conventional advertising, but 
it can also be accomplished by other sales methods, and the type of evidence pre- 
sented on this point will be determined by each applicant’s particular sales methods. 
For instance, in trade-mark registration 505,682, for the mark “Shat-R-Proof,” a 
large part of the proof consisted of a showing of a comprehensive sales program 
directed to jobbers and manufacturers of glass and automobiles involving the sup- 
plying of large amounts of instructional, service and advertising material. 

The following are types of evidence which have been used to show wide use 
and coverage: 


a. Affidavits. 
(1) By applicant or officer of applicant company. 


This is the most common type of evidence used, and has very high probative 
value as to facts in affiant’s own knowledge or which can be readily corroborated, 
such as nature, length, extent and cost of advertising; amount and value of sales; 
length, type and extent of use of the trade-mark; types of advertising and sales 
campaigns and method of use of the mark therewith. 


35. A. Stein @ Co. v. S. @ L. Belt Co., Inc., 89 U. S. P. Q. 35. 

36. Ex parte Clark Equipment Co., 89 U.S. P. Q. 90. 

37. American Safety Razor Corp. v. Pal Blade Co., 76 U. S. P. Q. 272; Westfield Mfg. 
Co. v. Pharis Tire @ Rubber Co., 78 U. S. P. Q. 330; Hygienic Prods. Co. v. Judson Duna- 
way Corp., 81 U. S. P. Q. 16; King Pharr Canning Operations, Inc. v. Pharr Canning Co., 
Inc., 83 U. S. P. Q. 146; Allen v. Barr, 87 U. S. P. Q. 194; Lane Bryant, Inc. v. Glassman, 
88 U. S. P. Q. 157. 
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(2) By advertising agencies. 
These are valuable as to facts in affiant’s knowledge, such as the cost, quan- 
tity and location of advertising handled for applicant. 


(3) By trade associations, trade magazines, trade directories. 
Indication of the breadth of applicant’s coverage, and for such purpose are 
of some value. 


(4) By distributors, jobbers, wholesalers, retailers. 

Insofar as they come from all sections of applicant’s market, both geograph- 
ically and as to types of distribution channels, they are good to show the breadth 
of use of the mark. 

(5) By competitors. 

Insofar as they cover the field, they tend to show widespread use. 


b. Exhibits. 


Radio, television, newspaper and magazine advertisements, with length of 
run and places indicated. 

Billboard and other outdoor advertisements, indicating where and quantity. 

Truck signs, indicating where and quantity. 

Point-of-purchase advertisements, aids and counter displays (temporary and 
permanent), indicating where and quantity. 

Counter panels, door strips and stickers, indicating where and quantity. 

Demonstration programs and material (house-to-house and store), stating 
type, where used, and how often. 

Planned meeting programs and materials (civic groups, expositions, exhibitions, 
schools of instruction), stating how used, where and how often. 

Miniature samples of goods and other give-away campaign material, with 
indication of where used and in what quantity. 

Direct mail advertisements, stating type and quantity. 

Catalogs, with indication of where sent, in what quantity, and how used. 

Instruction material and other data used as part of sales programs, with indi- 
cation of quantity and use. 

Leading articles in trade journals or other periodicals. 

Listings in trade directories.*® 

The exhibits may be composed of actual samples or of photographs. All the 
foregoing data should be specific and to the point. There is no desire to clutter the 
record with unnecessary cumulative matter, but sufficient should be filed to give 
the Patent Office adequate basis for decision. 

These data are indications of the breadth of the opportunity for the public 
to have come into contact with the mark; they are not necessarily convincing of 
what the public thinks of the mark as a result. 

There is inevitably some overlapping of the material listed under a. and b. 
above. The exhibits may be referred to in affidavits, and in some instances they 


38. Cf. Monsanto Chemical Co. v. Mobile Paint Co., 90 U. S. P. Q. 192; Ex parte Jack 
Daniel Distillery, etc., 93 U. S. P. Q. 71. 
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may be set forth solely in affidavits without filing actual exhibits. However, it is 
not advisable to rely entirely upon affidavits; substantiation wherever possible by 
actual exhibits makes a more complete and a more persuasive record. Data as to 
length of time and scope and nature of use of the material should be set forth in 
affidavit form. 

In connection with some marks this evidence of public contact with the mark 
also serves as evidence that the public has accepted the mark as a trade-mark. 
Whether this is true depends upon the seriousness of the defect in the mark, that is, 
how readily the public would recognize it as intending to indicate origin rather 
than for its original and primary meaning, and to what extent the manner of 
use aids and abets recognition as a trade-mark. But where marks are highly descrip- 
tive or verge on the generic, or where there is a question of policy as to whether 
exclusive use should be denied, extensive use and advertising is not sufficient to 
permit their removal from the pullic domain.*® 

Nor is failure to use by competitors sufficient to prove what the word means 
to the public.*° 

Where it is likely that the word has been used by others, or has actually been 
so used, long and extensive use and advertising are inadequate. Applicant has the 
heavy burden of proving that the mark has actually acquired secondary meaning in 
spite of such likelihood or actual use.*! 


3. Evidence of acceptance and recognition of the mark by the public. 


One more step is therefore often necessary before distinctiveness is proved: 
evidence that the public does actually recognize** and accept the mark as an indica- 
tion of origin of the goods. The “public” of course means the purchasing public 
in relation to the goods under consideration.*® Sometimes this type of evidence is 
adequate by itself without other data specifically as to widespread use, for in some 
situations a showing of the result might include in itself a sufficient indication of 
the methods by which it was reached. 

In the main, evidence as to acceptance and recognition of the mark by the 
public takes the form of affidavits. These affidavits should represent individually 
what each person knows and would testify to. Since no two people testify in the 


39. Ex parte Stauffer Chemical Co., 81 U. S. P. Q. 255; Compania “Ron Bacardi” 
S. A. v. Ronrico Corp., 83 U. S. P. Q. 473; Ex parte Bayuk Cigars, Inc., 83 U. S. P. Q. 
537; Ex parte Nancy Ann Storybook Dolls, Inc., 84 U. S. P. Q. 321; Ex parte Chicago Roller 
Skate Co., 86 U. S. P. Q. 176; Ex parte Oshkosh Trunks @ Luggage, 86 U. S. P. Q. 321; 
Schneider v. Youngberg Bros., 89 U. S. P. Q. 31; Ex parte Chicago Rawhide Mfg. Co., 89 
U. S. P. Q. 507; Ex parte Horn & Hardart Baking Co., 88 U. S. P. Q. 27; Ex parte Clark 
Equipment Co., 89 U. S. P. Q. 90; Ex parte Stadium Mfg. Co., Inc., 90 U. S. P. Q. 113; 
Ex parte Mead, Johnson & Co., 91 U. S. P. Q. 377; Kool Vent Metal Awning Corp. of 
America v. Price, 91 U.S. P. Q. 378; Ex parte The Schatz Mfg. Co., 92 U.S. P. Q. 254. 

40. Ex parte Ring Specialty Co., 83 U.S. P. Q. 35; Ex parte American Map Co., Inc., 
85 U. S. P. Q. 51. . 

41. Ex parte Kaylon, Inc., 77 U. S. P. Q. 274; Ex parte Stauffer Chemical Co., 81 
U. S. P. Q. 255; Ex parte Bianchini, Ferier, Inc., 85 U. S. P. Q. 316; Ex parte Aerojet 
Engineering Corp., 90 U. S. P. Q. 120; Chappel v. Goltsman, 91 U. S. P. Q. 30; Ex wy 
George B. Hurd, Inc., 91 U. S. P. Q. 344; Lever Bros. Co. v. Diversey Corp., 91 U. S. P. Q. 
251; Ex parte Bailey Meter Co., 93 U. S. P. Q. 179; see also footnote 25. 

42. American Safety Razor Corp. v. Pal Blade Co., 76 U.S. P. Q. 272. 

43. Ex parte Jack Daniel Distillery, etc., 93 U. S. P. Q. 71. 
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identical manner, and often would not be able to testify to exactly the same facts, 
affidavits which are identical or stereotyped or which appear to be “drilled” are 
regarded with suspicion and, though accepted, are given less weight than would 
otherwise be the case, because their reliability and credibility are brought into 
doubt.*4 

As far as third parties are concerned, “affidavits” do not necessarily have to take 
the form of sworn statements. Letters from persons connected with business firms 
on regular business stationery are acceptable when their form and tenor authenti- 
cate them adequately. Such authentication dispenses with the necessity for notariza- 
tion.*5 

Submission of facts to constitute additional evidence cannot be accepted when 
made by way of a statement of the attorney in the case. For accuracy, credibility 
and completeness, facts must come from original sources. 

The following are types of evidence which have been used to show acceptance 
and recognition by the public: 


Affidavits of interested party*® (for example, applicant or officer of applicant 
company). 

Insofar as the affidavit pertains to absence of use by others it may be taken 
for what it is worth. Its value is not high due to its tendency to be unreliable 
because of its self-serving nature, and because though honest it may be inaccurate 
and based on incomplete information. 

Insofar as this affidavit refers to opinion as to the significance given the mark, 
or to laudatory expressions, it is valueless.47 Only facts, not opinions, are acceptable. 
Upon securing the facts, the Patent Office will form its own opinion. 


Affidavits of competitors. 


These have great probative value because they are in the nature of admissions 
against interest. 


Affidavits by advertising agencies, trade assoctations, trade periodicals, trade direc- 
tory companies. 


These usually stand in too specialized a position to be of great weight. They 
are not representative of the purchasing public, and tend to signify applicant’s 
intent rather than general public acceptance. However, they are given what con- 
sideration the circumstances permit. 


Affidavits by distributors, jobbers, wholesalers, retailers.*® 


This is probably the most common type of evidence presented. These affidavits 


44. Ex parte Chicago Rawhide Mfg. Co., 89 U. S. P. Q. 507. 

45. For authentication necessary to admit letters in evidence in case involving con- 
fusion, cf. Stardust, Inc. v. Weiss, 79 U. S. P. Q. 162. 

46. For lack of value of such testimony as to confusion, cf. Crown Overall Mfg. Co. 
v. Bee-Bee Frocks, Inc., 81 U. S. P. Q. 289. 

47. For lack of value of opinion testimony as to confusion, cf. Duro Metal Prods. Co. v. 
Hipwell Mfg. Co., 81 U. S. P. Q. 57. 

, 48. For value of such testimony as to confusion, cf. Stardust, Inc. v. Weiss, 79 U.S. P. Q. 

162. 
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must be in sufficient quantity and from all parts of the market both geographically 
and as to types of distribution outlets used, so as to be convincing that they are a 
representative sample and that the market as a whole looks upon the mark as 


identifying origin in applicant. 

What one person thinks cannot foreclose another’s right in the common use of 
the language, and for that reason the proof sought is representative proof which 
will indicate a likelihood that all who have not been contacted will nevertheless 
think as those do who have been contacted. This likelihood can never reach a cer- 
tainty, if for no other reason than practical limitations, but it should be a reasonable 
probability based on a clear, complete, credible and reliable record. 

Affiants should be persons qualified because of their work and duties to be in 
a position to have comprehensive knowledge of the market and the circumstances 
concerning the use of the mark and the use of other marks in the field. They 
should be disinterested parties in the sense that though they have a special fund 
of knowledge they have no'personal interest to gain thereby. 

The facts on which these affiants should be heard include the basis for their 
particular knowledge, their familiarity with the field covered by the goods and 
with other trade-marks in use in the field, their observation as to how applicant’s 
mark is used, their recognition of the mark and the basis thereof, their knowledge 
of how others regard the mark based on observation or discussion, their own estima- 
tion of what the mark represents to them, their knowledge of lack of use of the mark 
by others. Any general opinion as to distinctiveness, laudatory comments, and mere 
opinion as to absolute exclusiveness of use are given little weight. Here again facts 
are wanted, not opinion. 

Statements such as “the use of the mark has been exclusive and continuous for 
the last ten years,” or “the mark indicates beyond a doubt that applicant is the 
source of the goods,” or “these words have become distinctive of the goods of appli- 
cant,” or “I am familiar with similar articles manufactured and sold by others, and 
issue”—they do not prove the point. But such statements as “During the past ten 
years all the articles of this nature purchased by me from applicant have been 
marked by these words, which I have always recognized as the trade-mark of appli- 
cant,” or “I am familiar with similar articles manufactured and sold by others, and 
with their trade-marks, and insofar as I am aware, none other have ever used these 
words,” are accepted as facts which can serve as support for the claim of distinc- 
tiveness. 

On the other hand, sometimes the very fact that these people are in a sense 
experts means that this type of evidence is not adquate, because it does not neces- 
sarily indicate that the general public would also regard the mark in the same 
light.49 


Affidavits by individual members of the public. 
The number of the general public is too large to permit a very representative 


49. Ex parte Boott Mills, 78 U. S. P. Q. 338; Ex parte Pocket Books, Inc., 91 U. 8. P. QO. 
182; Ex parte Oshkosh Trunks &@ Luggage, 86 U. S. P. Q. 321; Ex parte Hillerich @ Bradsby 
Co., 93 U.S. P. Q. 73. : : / 

50. For lack of value of such testimony as to confusion, cf. Life Savers Corp. v. Curtiss 
Candy Co., 81 U. S. P. Q. 474. 
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sampling, and this is not a practical method to use before the Patent Office. Where 
such a large group is involved no one affidavit would have much probative value, 
but may be given what weight the circumstances permit. 

However, as indicated in the preceding paragraph, the question of proof of 
general public opinion becomes a very important factor in cases where a mark is so 
weak that mere lack of use by others, recognition by distributors, and wide use are 
not adequate and what the average members of the public think becomes the turning 
point. 


Letters or Orders requesting goods by the trade-mark. 


These indicate that the prospective purchasers have identified the goods with 
the source to which the letters or orders are addressed. In such a situation the 
writers do not intend the use to be generic or descriptive, but use the mark to assure 
themselves of identity of quality and source, and they have value in that respect. 


Letters agreeing to desist use of the mark. 


These show an awareness of applicant’s claim but do not prove the validity of it. 
They do not carry great weight as evidence of how the public actually regards the 
mark. Agreement to stop use of the mark may be due merely to fear of entangle- 
ment or to lack of knowledge of legal rights. This type of evidence is especially weak 
in connection with those marks where lack of use by others is not adequate as a 
proof of distinctiveness, but will be given what weight appears to be warranted 
under the circumstances of each case. 


Admissions, findings or decisions in Patent Office Opposition and Cancellation cases, 
in court cases, and in trade-mark registrations. 


These are very valuable as evidence, but they can serve either for or against 
applicant, depending upon the facts of the case. 

A court decision sustaining a descriptive mark is sufficient to show distinctive- 
ness under Sec. 2(f) .54 

Specimens in a registrant’s file may be referred to as illustrative and under some 
conditions as admissions against interest.5? 

Registration merely raises a rebuttable presumption, and does not establish the 
validity of a mark.5® 

A registration under the Act of 1920 is not evidence of distinctiveness.** 

Registration, or other proof of use, of the same mark as to other goods can be 
accepted for what it is worth under the circumstances of each case. Its weight varies 
with the closeness of the relationship between the goods and the meaning which the 
mark has in connection with the other goods. The closer the relationship, the more 
likely it is that any distinctiveness established in the minds of the public as to the 
other goods will carry over to the goods in question. This type of evidence was used 
successfully in the case of the registered trade-mark “Koppers” for a series of related 


Ex parte Granat Bros., Inc., 89 U. S. P. Q. 627. 
McKesson & Robbins, Inc. v. Mannitone Corp., 77 U. S. 
Dolicraft Co. v. Nancy Ann Storybook Dolls, Inc., 88 U. 
Ex parte Bianchini, Ferier, Inc., 85 U. S. P. Q. 316. 


P. Q. 537. 
S. P. Q. 18. 
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Testimony in Opposition proceedings is considered as evidence of public accept- 
ance.55 

In trade-mark registration 565,185 for the mark “Lelong,” evidence was ac- 
cepted which consisted of matter in the record of a Patent Office Opposition pro- 
ceeding which established the fact that applicant had long used the mark in a way 
which while not strictly trade-mark use yet was adequate to establish its distinctive- 
ness. 

In registration 522,536 for the mark “Old Hickory,” there was accepted as 
evidence testimony from a court case involving the same mark but issues other than 
distinctiveness. Because the testimony tended to show that the witness and the trade 
accepted the mark as a trade-mark, it was accepted without inquiry as to the com- 
plete record or outcome of the case in which the testimony was taken. 

The three steps which have just been discussed do not guarantee registration 
under Sec. 2(f), for the evidence produced may not prove convincing or the mark 
may be held to be publici juris. But any successful attempt to register under Sec. 
2(f) must include somewhere in its course the essence of the foregoing steps, which 
can be summarized in brief outline as follows: 


1. Is the mark capable of distinguishing the goods? 
If not, it will be refused absolutely. 
If so, the question is asked: 

2. Is the mark descriptive or otherwise defective? 


If not, it is registrable. 
If so, it is refused on the Principal Register, and the question is asked: 


3. Can the mark meet the requirements of Sec. 2(f) ? 
To which are appended: 
(a) Is five years use sufficient basis? 
(b) If not, can sufficient other evidence be produced? 


at 1s appropriate to state at this point that registration under Sec. 2(f) is not 
umited to defective marks and can include any mark which is distinctive of goods.°® 
This discussion is directed to defective marks because those are the ones which 


require evidence to prove their distinctiveness. 
A brief account of a few actual cases may be valuable to illustrate the variations 


of method which it is possible to pursue in presenting evidence. 
In registration 540,973, for the mark “Third Dimension” for theater signs and 


letters, the following evidence was submitted: 


Affidavit of the President of applicant company, setting forth facts forming the 
basis of his knowledge; the fact that the mark was publicized by advertisements in 
trade journals, direct mail, direct contact with customers, conventions, exhibitions 
and meetings of customer associations; and referring to the following exhibits and 
giving data concerning them as to amount and value of sales and advertising; 
Exhibits: 6 typical advertisements (tear sheets and printer’s proofs) ; 

4 direct mail advertisements (photostat copies of representative samples) ; 

List of geographical locations of customers, showing wide coverage; 


55. Ex parte Hillerich @ Bradsby Co., 92 aa hs Q. 185. 


56. Ex parte Hercules Fasteners, Inc., 92 Q. 287. 
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14 letters from business firms in reply to an inquiry as to what the mark indicates 
and means to them. Typical comments in these letters are: “The term identifies 
these products as distinctively applicant’s,” “The term has been synonymous with 
applicant’s name for many years,” “The term has definitely been associated in my 
mind with applicant’s products since its first announcement.” 


In registration 519,191, for the mark “California Hand Prints” for fabrics, the 
following items were submitted as evidence: 


Affidavit of the President of applicant company, setting forth factual matter con- 
cerning the amount and value of sales, length and types of use, and cost, types 
and quantities of advertising. 

29 samples of advertisements of all types, representative of and in support of data 
in affidavit. 

27 letters from business firms in reply to an inquiry as to each writer’s familiarity 
with the mark and what it means to them. 


In registration 544,282, for the mark “Better” for mouse traps, long use was 
used merely as one element of proof of distinctiveness, since the mark was not based 
on use alone. Long use, plus the following evidence, combined to support registra- 
tion on the basis of other facts and circumstances: 


Affidavit of the Vice President of applicant company, setting out relevant facts 
concerning use and advertising and the background of applicant’s request to cus- 
tomers as to the significance to them of the mark. 

5 affidavits of retailers, each accompanied by invoices and purchase orders covering 
an early and a later shipment. 

2 letters from dealers, in response to inquiry. 

2 letters from competitors, in response to inquiry. 

Listing in a trade directory. 


In registration 556,485, for the mark “All-Bran” for breakfast food, an un- 
usually clear showing was necessary. The elements sought to be proved and the 
evidence in support are as follows: 


Existence of commonly used generic name for the goods and recognition by public 
of distinction between that and the mark. 

Food industry textbooks; 

Government specification purchasing manuals; 

OPA documents; 

Recipes in periodicals. 
Acceptance by competitors. 

Absence of use by competitors; 

Request by competitors to use mark in various types of recipes and experiments. 


Extensive advertising. 
Amount of sales and value; 
Cost of advertising and quantity; 
Types of advertising. 

Buying public’s subjective reaction and recognition of mark as indicating origin. 
140 affidavits of wholesalers, retail grocers, managers and purchasing agents 
of chain stores, consumers (housewives) ; 

12 affidavits of buyers for institutions ; 

Unsolicited testimonial letters ; 

Restaurant menus; 

Listing in trade directory and circular of advertised brands. 
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All the above was supplemented by comment explaining the precise nature of 
use in each situation. 


In registration 549,969, for the mark “Gro-Coated” for seeds, the use was only 
of very short duration but registration was granted on the basis of other facts and 
circumstances, supported by the following evidence: 


Affidavit of an officer of applicant company, setting out relevant data on use by 
geographical area and volume, and amount and types of advertising. 

21 affidavits of disinterested parties in the seed industry, setting forth basis of 
knowledge and their opinion as to significance attaching to mark. 

Voluminous advertising samples of all types. 


The following group of four analogous applications involving highly descriptive 
marks illustrates variations in results as well as methods: 

“Self-Conforming” for men’s hats (trade-mark registration 526,196) and “Fray- 
Pruf” for women’s undergarments (trade-mark registration 517,117) were both re- 
fused registration as being so highly descriptive as to be incapable of functioning 
as a trade-mark. 

The former was allowed upon presentation of additional evidence consisting of : 


Affidavit of officer of applicant company as to continuity of use of the mark; 
geographical scope of sales bearing the mark; dollar volume of sales; amount 
expended in advertising, and type of advertising employed. 

Sample advertisements from three magazines. 

Affidavit of one competitor. 

Affidavit of one retailer. 


The latter was allowed upon presentation of: 


Affidavit of officer of applicant company as to his experience in the field; his 
familiarity with terms used in the field; his knowledge of no other uses of the mark 
by others; the scope of use on the goods and scope of advertising; dollar value of 
sales and cost of advertising. 

Sample advertisements from nine newspapers and five magazines. 

Article in trade journal explanatory of goods and adoption of the mark. 

Affidavits of three competitors. 

Affidavits of three retailers. 


The mark “Leather Liner” for ladies coats having leather liners (trade-mark 
registration 512,772) was refused as so highly descriptive as to be generically descrip- 
tive or almost the name of the goods and therefore incapable of functioning as a 
trade-mark. The following was submitted: 


Ten advertisements in magazines and newspapers, with offer to supply twenty-five 


more. 
Statements of customers in seventeen letters ordering the goods by the trade-mark. 


Amount spent on advertising. 


This showing was considered inadequate, and the following was submitted: 


Nine advertisements. 
Detailed list of magazines and newspaper advertisements and cost thereof. 
Three affidavits from officers of organizations which operate extensive nationwide 


chains of stores. 
Eight affidavits of individual retailers from all parts of the United States. 
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Affidavit of officer of applicant covering all phases of use of mark and scope of 

advertising. 

Six affidavits from competing manufacturers. 

A case analogous to “Leather Liner” was submitted by another applicant. The 
mark was considered to be generically descriptive in about the same degree. Appli- 
cant submitted: 


Four affidavits from retailers. 
Two affidavits from competitors. 


After indication that this showing was inadequate, the application was allowed 
to become abandoned. 

The lesson to be learned here is persistence and completeness. Although it 
cannot be known whether or not a more adequate presentation would have resulted 
in allowance in this last instance, the chances are that it would have, in the light 
of action on analogous cases. However, the burden of presenting evidence is on 
applicant, and the Patent Office must persist in refusal until a complete and 
reliable record convinces it that all objections have been met and overcome.57 


CONCLUSION 


Since it would be difficult to draw a general conclusion from a subject having 
so many ramifications, this last paragraph will be limited to a few comments by 
way of admonition. 

In the average case evidence other than five years use is composed of perhaps 
a half a dozen affidavits of persons competent in the trade, representing all parts of 
the market, plus an affidavit by applicant as to relevant facts. As the descriptive- 
ness of the mark increases, affidavits are increased in quantity and are supplemented 
by other types of evidence, the types varying due to the nature of applicant’s busi- 
ness methods and the particular defect in the mark. 

Not all of the types of evidence here discussed have appeared or need appear 
in a single case. Choosing suitable evidence in a particular case is a very selective 
process. The evidence here listed has been found useful by others in the past, 
singly or in combination. It is still useful as a guide. But in no case can evidence 
under Sec. 2(f) come ready-made for a perfect fit; it must always be custom- 
tailored to each situation. 


57. For negative consequences due to meagnerness of showing in interference, cf. Joseph 


H. Meyer Bros. v. Urbach, 82 U. S. P. Q. 72. 
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SHORT SURVEY OF 
THE PROVISIONS OF THE DANISH TRADE-MARK ACT 


By Harry von der Hude* 


The present Danish Trade-Mark Act is dated April 7th, 1936 and came into 
force on October Ist, 1936. 


It replaced the former Act of April 11th, 1890 which in its turn was substituted 
for the original Act of July 2nd, 1880. 


I. 


Wuo Is ENTITLED To REGISTER 


Danish subjects active in commerce or industry and foreigners who are domiciled 
in countries adhering to the Paris Convention or in countries which have made 
special agreement with Denmark are entitled to obtain registration of their Trade- 
Marks in Denmark. Others who do not actually manufacture and sell goods may 
also apply. For example, insurance companies and laundries are entitled to apply 
for registration. Denmark has, therefore, in this sense acknowledged registration of 
the so-called “service marks.” 


II. 
Tue Osject OF THE TRADE-MARK 


It is the object of a Trade-Mark to distinguish the goods of one trader from 
those of another and in principle an application may cover all kinds of goods. Trade- 
Marks may consist of words as well as device marks including the “get up” of goods 
and in certain cases service marks. 


III. 


FORMALITIES IN CONNECTION WITH THE FILING OF APPLICATIONS 


The application form should contain the following information: 


(1) The name and domicile of the applicant. 


(2) His profession. 

The application should be accompanied by: 

(3) 15 prints of the mark not being more than 10 cm high and 12 cm wide, and 
provided the mark does not exclusively consist of a word or words printed in 
ordinary types a printing block should also be supplied. If the mark applied 
for is in colour 15 prints in colour and a block for printing in black-white as 
well as 5 prints in black-white should be applied. 

(4) 60, .. d. kr. to cover the government fee. 

Applications filed in the name of foreign applicants should be accompanied by: 

(5) Proof to the effect that the mark has been registered in the applicant’s home 
country (home certificate see Point X). 

(6) A power of attorney form which needs no legalization but which should contain 


* Patent Agent, Copenhagen. 
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an acceptance of the maritime and commercial court in Copenhagen as proper 
venue. 

If priority is claimed it should be stated on which day and in which country 
the first application for registration of the mark was filed. Proof of the right to 
priority should be filed at the latest within 3 months from the date of filing in 
Denmark. 


In addition every application should be accompanied by: 


(8) A list of the goods for which registration is desired: 


IV. 


CONDITIONS FOR REGISTRATION 


The main condition for registration is distinctiveness and novelty as against 
prior registration or use. Section 4 of the Trade-Mark Act contains the objections 
which may be cited against an application. 

A mark is not to be registered: 

(1) When it lacks distinctive features or if it consists entirely of words, signs or 

indications which in the common trade are adapted to serve as an indication 
of the locality where the goods were manufactured or dealt in, the time when 
the goods were manufactured, the nature, quality, purpose, quantity or price of 
the same—in the determination of which all relevant circumstances shall be 
taken into consideration, and particularly the duration of use, which has been 
made of the mark. 


The determination of the question of distinctiveness rests with the Trade-Mark 
Office. 

Only truly geographical terms are refused and variations such as “Selandia” 
(for Seeland) have been registered although to some extent it may indicate the 
origin of the goods. 

Ordinary device marks are not closely scrutinized with regard to their distinc- 
tiveness but the marks which are to cover the “get up” of the goods and which have 
often the character of ornaments rather than distinctive features are made the sub- 
ject of special investigation and the opinion of Associations in the trade or others 
who are supposed to have special knowledge of trade conditions is often heard. 

Extensive use plays an important part when putting the above mentioned rule 
of the Act into practice. If the Trade-Mark Registrar is in doubt about his ruling 
in any particular case he will probably desire to be guided by information which 
he will try to obtain from Associations or from well known firms in the applicant’s 
profession. If the applicant, therefore, is doubtful about the distinctiveness of his 
mark it is often advisable for him to collect proof of its distinctiveness by extensive 
use of his mark and file this proof together with the application. The circumstance 
that a less distinctive mark has obtained registration in the applicant’s home coun- 
try is not decisive for the Danish Authorities (see the Paris Convention art. 6B-1, 2). 

(2) When it, totally or essentially, is a reproduction, translation or other imita- 

tion of a mark which the Registrar deems to be commonly known and used in 
this country as an indication of goods of the same or a similar kind, unless these 


goods originate from the applicant himself or from any party with whom he 
is the joint proprietor of the mark. 
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This provision takes into consideration the rights of the prior user of a mark 
as it was established by the amendment of the Act in 1936 and by the ratification 
of the Hague and London texts of the Paris Convention. The provision must also 
be interpreted in conformity with the provision for cancellation of a mark which 
is commonly known and used in Denmark as dealt with in paragraph 10 part 3 of 
the Act. When this rule is applied it is generally assumed that the marks are con- 
fusingly similar and that they relate to goods of similar nature. 


(3) When it contains incorrect and obviously misleading statements. 


It should be noted that this provision can only be applied if the mark is incor- 
rect as well as misleading, and that a statement which is merely misleading is not 
objectionable as such. 

The Danish “Illegal Competition Act” forbids in its first paragraph the use of 
statements which in certain relations may convey a false impression. This provision 
reads as follows: 


“The one who sells goods or offers goods for sale must not on the same, their 
labels or wrapping or on signs, bills, invoices or other business documents place 
incorrect or misleading statements which may increase the demand, such as state- 
ments, which 


(a) are erroneous with regard to the place of manufacture, type, method of 
manufacture, material, composition, quality, properties, effects or price of 
the goods or which may lead to a false assumption in one of these respects or 

(b) are liable to make the customers believe that all the different kinds of goods 
in the store originate from the same place (or country) of manufacture or 
are manufactured in the same manner although this is only partly the 
case or 
incorrectly state that the goods have been rewarded at exhibitions, have 
been tested or recommended by official authorities or are or have been 
protected by patent. In cases where patents or the like become void or 
lapse the reference may be maintained on the amount of goods which 
were provided with the same beforehand.” 


When without special permission it contains the portrait of another person 
than the applicant or indications which clearly appear as the name of the per- 
son or firm other than the applicant or the name of the real estate or some 


other person. 

It should be noted that this rule does not apply to names of persons which have 
another separate well-known meaning such as “Milo,” “Lion” or “Park,” and 
that names and portraits (e.g. Dr. Johnson) of long deceased persons or persons 
well-known in history may be registered. 


(5) When without special permit it consists of or contains the Coats of Arms of the 
Danish State, the State Flag or other Government Insignia or Danish Municipal 
Arms or Insignia or imitations thereof. 


It should be noted that royal crowns which according to Danish interpretation 
are identical with all closed crowns cannot be contained in registered Trade-Marks. 
Even if a foreign applicant has obtained a corresponding registration in his home 
country which contains a closed crown and can produce a so-called certificate of 
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home registration containing the closed crown, this will not, according to present 
rule make his mark acceptable in Denmark. 
(6) When without special permit it consists of or contains official control or guaran- 
tee signs or — stamps or imitations thereof and registration is requested for the 
same or similar goods as those in respect of which the said signs or stamps 
are used. 


(7) When it contains a presentation which may give offence or be immoral or which 
otherwise is contrary to public order. 


This rule makes it possible for the registrar to refuse registration of every mark 
which in one sense or another is objectionable to the community or the legal system. 
The expression “public order” must be taken in its broadest sense and the registrar 
is justified in refusing registration of any mark which is decidedly in conflict with 
a law or ordinance of the country. The law governing the pharmacy trade, the 
special rules contained in the law relating to illegal competition which applies to 
the use of the so-called ““Red-Cross,” the special rules applying to marking of butter, 
margarine, wine, fruit-wine, spirits, vitaminised goods and honey are of special 
interest. 

(8) When it is absolutely identical with a Trade-Mark already on the register or 

applied for by another or if it shows such resemblances to the same that the 
marks regarded as a whole may be readily confused with each other in the 


common trade, unless the resemblance is due to such features as specified in 
article 7 or if the marks relate to different kinds of goods. 


The examination in the Danish Trade-Mark Office based on this rule covers 
the orthographical and phonetical similarity as well as the picture and impression 
the marks convey to the public. 

The theory of “weak and strong” marks is applied and the reference of article 7 
of the Act deals with the marks which are common to the trade and free to use by 
anyone (example: “Prima”). 


V. 


PROCEDURE RELATING TO THE PROSECUTION OF AN APPLICATION. 


Under normal conditions the examination of a trade-mark application takes 
about 2 months. The registrar’s objections are communicated to the applicant or 
to his attorney in writing and only in special cases will the registrar approach the 
proprietors of cited registrations. 

As a rule the applicant may argue with the Trade-Mark Office with regard 
to the registrability of his mark. The terms for answering official letters are fixed 
taking account of the country in which the applicant resides. Danish applicants 
are granted one month and foreign applicants 2 to 3 months. 

The marks are not laid open to public inspection, there is no opposition pro- 
cedure and the public has no knowledge of the marks until they are inserted in the 
register. 

If an application is rejected the registrar’s decision may be appealed to the 
Ministry of Commerce within 3 months from the date of the official letter refusing 
the registration. 
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Applicants very seldom make use of appeal to the Ministry and those who 
desire to test the justification of the rejection by appeal usually prefer to apply 
direct to the law courts. 

When withdrawing the application one half of the fees, i.e. kr. 30, — is 
refunded. 


VI. 
ASSIGNMENT. 


A registered Trade-Mark may be assigned quite freely with or without the 
business to which it is attached. For Danish citizens and in respect of Trade- 
Marks registered by foreigners wh have not based their Danish Registration on a 
registration in their home country, an assignment document is used. Because of the 
stamp duty the value of the mark must be stated. A power of attorney form from 
the new proprietor should also be filed. For foreigners who have based their Danish 
registration on a registration in their home country an extract of the register in 
that country showing the change of proprietorship there as well as a power of 
attorney form from the new proprietor is filed. 

Agreements for use of registered Trade-Marks by others as well as alterations 
concerning the details of the mark published in the Register of Trade-Marks may be 
inserted and published. The official fee for inserting and publication, etc., is 
kr. 15, —. 

VIL. 


RENEWAL. 


The term of a registration is 10 years from the date on which it is inserted in 
the register. 

An application for renewal accompanied by the fee of kr. 15, — may be filed 
6 months before the due date at the earliest. 

Up to 3 months after the due date, renewal may take place by payment of 
an extra fee of kr. 15, —. If the registrar finds that the application for renewal 
is defective, he may refuse to renew the mark. 

If the applicant does not desire to amend his application he may appeal to 
the Ministry of Commerce and also to the law courts. 


VIII. 


CANCELLATION OF A REGISTRATION. 


The Ministry of Commerce may officially cancel registrations of Trade-Marks 
if they have been registered contrary to the rules in the Trade-Mark Law para- 
graph 4, section 3, 5, 6, 7 (see section IV above). In actual practice such can- 
cellation of a registered Trade-Mark very seldom takes place. The authorities have 
usually asked for the necessary alteration of a mark at the time when renewal is 
requested. If the proprietor of the mark does not agree to the amendment asked 
for by the Ministry of Commerce the result is usually an official ruling from the 
Ministry. Within 3 months from the publication of this ruling in the Trade-Mark 
Journal appeal may be made to the law courts. 
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If a Trade-Mark is commonly known and used in Denmark it may, as ap- 
pears from section IV. No. 2, result in refusal of the registration of the same or a 
similar mark applied for by another provided that it refers to the same or similar 
goods. If the registrar has not been aware of the existence of the commonly known 
mark cancellation of the registration may be applied for at the law courts by any- 
one who considers that he is injured by such registration. 

If anyone proves that a mark originally used by him or an imitation of the 
same has later been registered by someone else for goods of the same or similar 
kind, he may request cancellation of the registered mark at the law courts and 
obtain the right to register his own mark provided that there is no other objection 
to this. A case from the legal practice has shown that this rule, which grants very 
extensive rights to the first user of a mark, does not apply without modification. 

A suit for cancellation of a registration must be filed within five years from 
the date on which the registration was effected, unless the proprietor of the Trade- 
Mark was acting in bad faith at the time when he registered his mark. 

If the registered proprietor of a mark without objection permits others to 
make use of his registered Trade-Mark to the extent that it becomes a commonly 
used word for a certain type of goods he will lose the exclusive right to the use 
of the mark which he had obtained by registration. 


IX. 
INFRINGEMENT. 


Anyone, who, offering goods for sale without being authorized to do so, marks 
these goods with a reproduction or imitation of someone else’s portrait, name, the 
name of a firm or the name of someone else’s real estate or who makes use of a 
reproduction or imitation of the registered Trade-Mark of another, as well as the 
one who actually sells these goods may by decision in court be found unentitled to 
use the mark or to offer for sale the goods bearing such mark. 

Deliberate infringement may be cause for fines, payment of damages and, if 
the action is repeated, imprisonment up to 6 months. 


X. 
INTERNATIONAL AGREEMENTS. 

Denmark is a party to the Paris Convention of March 20th, 1883 and has rati- 
fied and brought its Trade-Mark Act into conformity with the text of the Conven- 
tion adopted in the Hague (1925) and London (1934). Apart from this Denmark 
has made separate agreements with Norway, England, Holland and Switzerland so 
that applicants belonging to these countries need not file certificates of home regis- 
tration in order to obtain protection of their Trade-Marks in Denmark. 


XI. 
SPECIAL REMARKS. 


The Danish Trade-Mark Act is like the Trade-Mark Acts of the other 
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Scandinavian countries under revision and among other alterations it may be ex- 
pected that Denmark will introduce the classification system prepared by the Inter- 
national Bureau in Berne. 

The Danish Trade-Mark Act applies to the Faroe Islands and it may be 
expected that the Act will later be extended to Greenland. 
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BRITISH AND UNITED STATES TRADE-MARKS* 
By Hugo Mock** 


It is a pleasing reflection that like many other departments of human activity, 
that in comparing British and United States trade-mark systems, the thought emerges 
that here as elsewhere the resemblances are more important than the differences. 
Both systems are different but similar in many respects and both display a similar 
Anglo-Saxon integrity. 

Stating this is not to asperse other systems such as govern, perhaps, trade-mark 
jurisprudence in France and in Latin American countries, but a brief survey shows 
that Great Britain and the United States depend principally on the recognition of 
trade-marks as bona fide symbols of trade, whereas most Latin American countries 
boldly take the position that the ownership of trade-marks depend on priority of 
registration rather than priority in use. 

For instance, both Great Britain and the United States declare that a trade- 
mark to be registrable per se should be neither proper names, descriptive or geo- 
graphical, but they differ widely in their definition of what constitutes a descriptive 
or a geographical trade-mark. 

The origin of British trade-marks goes back to English common law and the old 
hallmarks for sterling silver and the medieval guild marks for leather and woolen 
products, and we have judicial decisions affecting what we would call trade-marks 
as far back as 1742. However, the first registration statute in Great Britain was the 
Trade-Mark Registration Act of 1875, followed by the Patents, Designs and Trade- 
Mark Act of 1883. 

Surnames are in the first instance frowned upon as technical marks but the 
patent office rules of both countries permit their registration on proof of long use 
and recognition of their secondary meaning to permit them to function and to be 
protected as technical marks. In the case of Great Britain, we need only mention 
Wedgwood, Rolls Royce, Yardley’s, Haig & Haig, Lipton’s and Guinness. 

Similarly in the United States, we have in numerous instances protected as 
trade-marks such surnames as Tiffany, Waterman, Gillette, Stetson, Ford and Baker. 
Proper names in both countries though not originally technical marks through their 
own vitality will always remain in the forefront of trade-mark property. 

In their approach to the definition of geographical and descriptive marks, 
however, a strong contrast immediately appears between the British and the United 
States point of view, the British rules being more strictly construed and more tech- 
nical than the United States. 

For instance, in the United States we find geographical marks such as Plymouth, 
National, London, Manhattan, Deauville, Biarritz, Paris and Yorke registered, marks 
which would not easily pass the scrutiny of the British Patent Office. National was 
registered in Great Britain in a single instance but only with great difficulty. It 
possibly could not be registered today regardless of extent of use. 


*Reprinted by special permission from News Bulletin of the British Commonwealth 
Chamber of Commerce in the U.S.A. Inc. for September, 1952. 
**Member of The New York Bar. 
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However, it is in the treatment of so called descriptive marks that the severer 
rules of the British Patent Office are apparent contrasted with the leniency of the 
United States Patent Office. Mere misspelling or the addition of a suffix will fre- 
quently rescue a United States trade-mark from denial of registration; witness the 
following marks which have been registered in the United States Patent Office: 
Wooltex, Wheatena, Linene, Mothine, Mothex, Motorol, Blue Ribbon, Kwikkut, 
Extralite, Nusilk, Ideal, Standard, Palmolive, Continental, Sterling, Hallmark, Hy- 
tone, Xlnt, Grape Nut Flakes, and hundreds of others, all or most of which have 
been refused registration in Great Britain. 

It must be remembered that the choice of trade-marks in the United States is 
largely influenced by the advertising agencies who prefer the descriptive mark, even 
if non-registrable, to a mark which is pure signature but not suggestive of the quality 
of the goods. 

On the contrary, the British enterprise which is apt to be less swayed by adver- 
tising counsel, chooses a mark which is entirely an invented word such as Tabloid, 
Bovril, Hovis, Vigelle, etc., which makes the reading of the British Trade-Marks 
Journal a less romantic affair than a perusal of the Official Gazette of the United 
States Patent Office. 

The contrasting political and social systems of the United States and Great 
Britain are also reflected in the rules which forbid the registration in Great Britain 
of many marks which are freely registrable in the United States, such as Royal, 
Regal, Duchess, Countess, Crown, Earl, Parliament, King, House of Lords, Empire, 
Imperial, etc., etc. Naturally all such marks are banned as trade-marks in Great 
Britain, but are favorites in the United States. 

Americans are sometimes under the misapprehension that marks registered in 
Great Britain are automatically protected in the British dominions and colonies, but 
this is not the case as the British registration covers only England, Scotland, Wales, 
Northern Ireland and the Isle of Man, and all the dominions and colonies, whether 
Canada, Australia, New Zealand, Jamaica, Bermuda or Trinidad, have separate 
registration offices with varying rules of their own, although based largely on British 
practice. Indeed the acceptance for registration of a trade-mark in Great Britain 
almost automatically qualifies it equally for registration in Australia and New Zea- 
land, for example, and in many of the colonies it is possible to obtain registration 
simply by producing evidence of a corresponding registration in Great Britain. 

The Canadian rules for trade-mark registration might be said in some sense to 
be a compromise between the United States and British practice, with the Canadian 
Trade-Mark Office apt to relax the strict rule against descriptive marks if the mark 
has been registered in the United States. However, the Canadian Registrar will 
reject a mark if he learns that it is on the Supplemental Register in the United States. 

It can be a source of congratulation both to Great Britain and the United 
States that the deliberate piracy of well-known trade-marks is comparatively less in 
both countries as well as in the British dominions and colonies, than in other parts 
of the world, especially contrasted with those countries where ownership of trade- 
marks depends on registration solely rather than on use. 

Indeed many attempts in the past have been made and are still being made for 
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a universal trade-mark law, but all such attempts are bound to be futile until the 
fundamentals of trade-mark ownership are agreed upon by the principal countries 
of the world. A universal trade-mark law would certainly be futile if a concern by 
mere registration could command the ownership of the same trade-marks throughout 
the world merely by having taken steps to register it without accumulating any good 
will associated with the mark in the countries where ownership may be claimed. 

It must be remembered in this discussion that a trade-mark is nothing but a 
shorthand signature, an indicium of origin, and like all signatures is as good as the 
reputation of the article to which it is attached. The British trade-mark happily is 
still a certificate of character throughout the world. 
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PART II 








MILES SHOES INCORPORATED vy. R. H. MACY & CO., INC. 
No. 13—C. A. 2—November 3, 1952 











TrADE-MarKs—CONFUSING SIMILARITY—GENERAL 
Infringement is based on existence of similarity such as would cause confusion of 
appreciable number of ordinarily prudent purchasers as to source of the goods. 
No conclusive criteria for testing possibility of confusion are possible. 
Since evidence of actual confusion is practically impossible to secure, in the final 
analysis, decision as to likelihood of confusion must rest on court’s conviction. 
Where question of confusing similarity is based solely on marks themselves Court of 
Appeals is in as good a position as trial judge to determine likelihood of confusion. 
Decision of Commissioner of Patents held entitled to substantial weight. 












TRADE-MAarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Gropals” held confusingly similar to “Gro (representation of a tree) Shoe,” used 
on identical goods, under 1946 Act. 
Addition of the name “Miles” before plaintiff's mark “Gropals” held not to diminish 
appreciably the likelihood of confusion with “Gro (representation of a tree) Shoe.” 







TrADE-MAaRKS—CONCURRENT Use—TERRITORIAL RIGHTS 
Use of similar mark by third party in different geographical areas held not to affect 


the uniqueness of defendant’s mark in its own territory. 











Appeal from Southern District of New York. 
Suit under R. S. 4915 by Miles Shoes Incorporated against R. H. Macy & Co., 
Inc. to compel issuance of registration. Defendant counterclaims for trade-mark 
infringement. Defendant appeals from judgment granting registration. Reversed. 
Thomas M. Green, of New York, N. Y. (Thomas V. Kelly, of New York, N. Y., 
and Francis C. Browne and William E. Schuyler, Jr., of Washington, D. C., ot | 
counsel) for Defendant-Appellant. 
Edward G. Roe (William P. Shea, of counsel), of New York, N. Y., for Appellee. 
Before Aucustus N. Hanp, Cuase and Crark, Circuit Judges. 
Avuscustus N. Hanp, C. J.: 
Following a denial of registration by the Commissioner of Patents! plaintiff, 
Miles Shoes Incorporated, instituted this action under Section 4915 of the Revised 
Statutes for an adjudication that he was entitled to register the trade-mark 
“Gropals” as used on, inter alia, shoes and hosiery; for a declaratory judgment that 
its trade-mark does not infringe defendant’s registered trade-mark “Gro (representa- 
tion of a tree) Shoe,” and for a decree that defendant’s registration is invalid. 
Defendant counterclaimed for an injunction claiming trade-mark infringement; 
claims for relief for unfair competition and an accounting were also asserted, but 
subsequently withdrawn. The district court held defendant’s registered trade-mark to 
be valid, but that neither it nor defendant’s common law trade-mark “Gro-Sock” 
was infringed by the plaintiff’s trade-mark which accordingly was entitled to reg- 


istration. The defendant appeals. 

























1. 79 U.S. P. Q. 338, November 23, 1948. 
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Under either the standards of the Act of 1905, or the Lanham Act of 1946, 
it is our opinion that the district court’s conclusion was erroneous. (The law of 
1905 governs the defendant’s right to register; the Act of 1946 is applicable to the 
question of infringement.) Where the question of confusing similarity is based 
solely on the marks themselves, this court has said that: “* * * we are in as good a 
position as the trial judge to determine the probability of confusion.” Eastern Wine 
Corp. v. Winslow-Warren, Ltd. (2 Cir.) 137 F. 2d 955, 960 [33 T. M. R. 302]. 

Infringement is based on the existence of similarity such as would cause con- 
fusion of any appreciable number of ordinarily prudent purchasers as to the source 
of the goods. Restatement of Torts §728; LaTouraine Coffee Co. v. Lorraine 
Coffee Co. (2 Cir.) 157 F. 2d 115 [36 T. M. R. 271]. While it might be unlikely 
that a customer would confuse Macy’s store with Miles, confusion as to whether 
the same manufacturer had made the goods seems to us likely. The insertion of the 
added word “Miles” before the plaintiff’s trade-mark does not appreciably diminish 
this likelihood of confusion, Menendez v. Holt, 128 U. S. 514. 

No conclusive criteria to test the possibility of confusion are possible. See 
Restatement of Torts §729. Moreover, since reliable evidence of actual instances 
of confusion is practically almost impossible to secure, particularly at the retail 
level, in the final analysis the decision must rest on the court’s conviction as to 
possible confusion. One factor to be considered in this case is the decision of the 
Commissioner of Patents denying registration, since his familiarity in dealing with 
such problems may properly be accorded substantial weight. Cf. Century Distilling 
Co. v. Continental Distilling Co. (3 Cir.), 106 F. 2d 486 [29 T. M. R. 457]. While 
the visual similarity between “Miles Gro-Pals” and “Gro (representation of a tree) 
Shoe” in itself might not be confusing, the fact that the goods on which the marks 
are affixed are identical, together with the additional fact that the two words are 
closely alike in sound, make confusion likely. While purchasers of children’s shoes 
doubtless will use care in selecting them, the similarity of the marks is such that they 
could easily become confused as to who was the manufacturer. Although the 
plaintiff presented evidence of the registration of more or less similar trade-marks, 
the only evidence of the use of such a trade-mark was by William Hahn & Co.— 
“Gro-Nups’”—whose stores are in different geographical areas. Such a use does not 
affect the uniqueness of Macy’s mark in a different area, which Hahn had never 
chosen to enter. Cf. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403. Miles 
sought registration of its trade-mark in 1945 when it had only been using it for 
about three months. Why it should have chosen a mark that had long been em- 
ployed by Macy and had become known to the trade instead of adopting some other 
means to identify its goods is hard to see unless there was a deliberate purpose to 
obtain some advantage from the trade which Macy had built up. It seems unlikely 
that Miles would have suffered any loss if it had avoided the use of a confusing 
symbol and we believe that it should employ some fairer means for designating its 
product. Even though the decision below purports to uphold defendant Macy’s 
trade-mark, it permits competition from one so much like it as effectually to 
destroy any vitality to the Macy mark. 

For the foregoing reasons the decision of the district court is reversed; and an 
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injunction granted restraining Miles from the use of the trade-mark “Gro Pals” on 
shoes, hosiery and related items. 
















MITCHELL NOVELTY COMPANY v. UNITED MANUFACTURING 
COMPANY 


No. 10599—C. A. 7—October 17, 1952 










Unrarr CompPetTiTion—Basis or RELIEF—GENERAL 
Elements which plaintiff is required to establish as prerequisite to obtaining relief 
in case based upon theory of unjust enrichment are: that the idea disclosed must be 
novel; that it must be disclosed in confidence; and that it must be adopted and made 
use of by defendant. 
On facts of record, complaint held to disclose no contract, express or implied, upon 
which relief could be granted; and plaintiff held to have failed to prove facts essential 
to recovery on basis of unjust enrichment. 










Courts—PLraDING AND Practice—Ricut To Jury TRIAL 
Plaintiff held not entitled to jury trial as a matter of right where, if it had prevailed, 


it would have been entitled only to an accounting and perhaps an injunction. 






Appeal from Northern District of Illinois. 

Unfair competition and breach of contract suit by Mitchell Novelty Company 
against United Manufacturing Company. Plaintiff appeals from dismissal of 
complaint. Affirmed. 

Warren C. Horton, H. B. Krulewitch, and Dwight McKay, of Chicago, IIl., for 


Plaintiff-appellant. 
Benjamin M. Becker, Robert H. Greenberg, Clarence E. Threedy, and Bernard 


Savin, of Chicago, IIl., for appellee. 
Before Major, Chief Judge, and Kerner and Finnecan, Circuit Judges. 
Major, C. J.: 

Plaintiff corporation, located in Milwaukee, Wisconsin, is an operator of amuse- 
ment devices. Defendant corporation, located in Chicago, is a manufacturer of 
such devices. Joseph E. Beck is president of the former and Lyndon A. Durant 
of the latter. While the suit is between the two corporations, the dealings and 
activities giving rise to the litigation took place between Beck and Durant. 

We have difficulty in discerning the precise nature of the issues involved. The 
complaint alleges that Beck “conceived an idea original with him, for the develop- 
ment of a coin-operated game, which game contained certain unique features 
theretofore unused by the coin-machine industry”; that “incorporated into said 
game was an electrically controlled automatic scoring device” and “an automatic 
return to the player, of the puck or weight, said device being more commonly 
known as a ‘puck roll-back,’ the amusement game in this paragraph described, 
will for convenience be hereafter referred to as ‘Shuffle Alley,” and that “ ‘Shuffle 
Alley’ so conceived became and was a property right of the plaintiff and of great 

























value.” 
The complaint alleges that negotiations were commenced between the parties 
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during the latter part of July, 1949, with reference to the manufacture by the 
defendant of said “Shuffle Alley,” and that Beck disclosed to Durant “its ideas for 
the development of the game, ‘Shuffle Alley,’ with the understanding that said 
disclosure was being made in confidence and with an expectation of remuneration 
if defendant should manufacture and sell games incorporating the ideas of the 
plaintiff hereinabove mentioned.” 

The complaint alleges that Beck requested a royalty of 10% of the selling 
price of each game, that Durant stated that 10% was too much but that a royalty 
of 5% would be a more reasonable figure, and “it was then and there agreed 
that a reasonable royalty to be fixed later * * * would be paid to the plaintiff 
for its ideas for the development of said game, based upon a percentage of the 
manufacturer’s sales price of each game manufactured and sold by the defendant.” 

The complaint alleges that two models of “Shuffle Alley” were constructed by 
the defendant, turned over to Beck who placed them in location for testing pur- 
poses; that subsequently Beck made recommendations and suggestions as to their 
improvement and that defendant during the month of September, 1949, com- 
menced the manufacture of said game; that defendant manufactured and sold in 
excess of 24,000 of such games, that on numerous occasions plaintiff requested 
an accounting of royalties and that “the reasonable royalty for the type of dis- 
closure made by the plaintiff to the defendant of its idea for the game ‘Shuffle 
Alley’ is an amount equivalent to five per cent (5%) of the manufacturer’s selling 
price.” 

The complaint alleges that plaintiff purchased a large number of said games 
of “Shuffle Alley” from the defendant for use in plaintiffs business, that such games 
were purchased upon terms which provided for payment of one-half of the purchase 
price in cash, that the remaining balance was secured by conditional sales contracts 
and that there was an agreement between the parties that royalties accruing to 
the plaintiff would be credited on the balance due under said sales contracts. 

The complaint alleges that defendant caused a judgment to be entered by con- 
fession in the Mignicipal Court of Chicago upon the balance due under the condi- 
tional sales contracts; that defendant had threatened to repossess the games de- 
scribed in the conditional sales contracts and that defendant’s action was for the 
purpose of forcing plaintiff to make an unfair and unjust settlement of the accounts 
existing between the parties. Further, that defendant through its agents and officers 
acted fraudulently and conspired together to deprive plaintiff of its rights and prop- 
erty and to obtain not in equity and good conscience be permitted to wrongfully 
appropriate the ideas incorporated in, and the valuable property rights of the 
plaintiff in and to the invention of the game. “Shuffle Alley” and that “unless 
the defendant is restrained by the injunction of this Court * * * this plaintiff 
will suffer irreparable injury and damage.” 

The complaint concludes, “Forasmuch, Therefore, as this plaintiff is without 
remedy except in a Court of Chancery,” plaintiff prays that an accounting be had 
between the parties, that defendant be enjoined and restrained from taking pos- 
session of or instituting any action for the recovery of the games described in the 
conditional sales contracts, from pursuing or prosecuting any further action in 
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connection with ‘its judgment in the Municipal Court of Chicago and from the 
further manufacture and sale of the game referred to as “Shuffle Alley.” 


Defendant’s motion to dismiss the complaint for failure to state a claim upon 
which relief could be granted was denied by District Judge Walter J. La Buy. In 
connection with such denial, Judge La Buy filed a memorandum opinion in which 
he stated “that no enforceable contract was made between the parties since the 
performance and duties of the parties are not reasonably certain,” referring particu- 
larly to the allegation, ‘“‘a reasonable royalty to be fixed later.” Judge La Buy, how- 
ever, citing Matarese v. Moore-McCormack Lines, Inc. et al., 158 F. 2d 631, a 
case then and still strongly relied upon by plaintiff, thought that plaintiff had 
stated an action upon which relief might be granted upon the theory of unjust 
enrichment. It was for this reason that defendant’s motion to dismiss was denied. 


Defendant by its answer denied the material allegations of the complaint and 
alleged certain matters as an affirmative defense. Subsequently and in apt time, 
plaintiff filed its demand for a jury trial which, upon defendant’s motion, was 
stricken by Judge La Buy. Later, the case was assigned for hearing to Judge J. 
Sam Perry, another judge of the same court. When the case was called, plaintiff 
called the attention of Judge Perry to the previous action of Judge La Buy in strik- 
ing its demand for a jury trial and renewed its motion in that respect. Thereupon, 
the motion was denied by Judge Perry. A trial was then had before the court 
without a jury, during which a number of witnesses were heard, including Beck 
and Durant (the latter called by plaintiff as an adverse witness). At the conclusion 


of plaintiff's case, the court announced that the proof failed to show plaintiff 
entitled to relief. Thereupon, findings of fact and conclusions of law were made 
and, predicated thereon, a judgment was entered dismissing with prejudice the 
cause of action. It is from this judgment the appeal comes to this court. 


Whether plaintiff still insists that it was entitled to relief upon a contract, 
express or implied, is not clear from the brief and argument in this court. It is 
certain, however, that such a theory finds no support in Matarese v. Moore-Mc- 
Cormack Lines, Inc. et al., supra, so greatly relied upon by plaintiff. In that case, 
similar to the instant one in some respects, the plaintiff abandoned his contract 
theory upon which his case was originally predicated. Referring thereto, the court 
stated (page 632), “During the trial plaintiff abandoned his theory and, over the 
objections of defendants, amended his complaint by adding a prayer for recovery 
of quantum meruit upon the theory of unjust enrichment.” It was upon that 
theory alone that the court affirmed a judgment in favor of the plaintiff and, as 
already noted, it was upon the same theory that Judge La Buy decided that plaintiff 
in the instant case might be entitled to relief, which resulted in his denial of the 
motion to dismiss the complaint. 

We agree with Judge La Buy that no contract, either express or implied, upon 
which relief could be granted was disclosed in the complaint. The complaint failed 
to disclose a meeting of the minds upon the essential requisites of an agreement 
or contract. We need not labor this point, however, because plaintiff acceded to 
the ruling of Judge La Buy and tried its case before Judge Perry solely upon 
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the premise that it was entitled to relief upon the theory of unjust enrichment. 
In an opening statement, counsel for plaintiff stated: 


“Our theory is this: That the product of one’s mind has a value as much as 
a table or a chair or any other piece of property, and that if the product of that 
mind is given to another, with the expectation of remuneration, and the other 
uses it to his profit, that the courts hold that the one whose product it was originally, 
is entitled to compensation. That is it in a nutshell.” 


Again, during the course of the trial, counsel for plaintiff stated: 


“If Your Honor will note by the pleadings, Judge La Buy held that this matter 
should be tried primarily on the basis of an unjust enrichment suit and the con- 
ception of an idea and the conversion thereof to Mr. Durant, not on a contract 
spelled out. The important point of this whole law suit, and one of the salient 
points here, something Mr. Becker is trying to avoid in connection with this cause, 
is the prior conception by Beck of the idea.” 


And again, at the conclusion of the trial, counsel stated: 


“What we were suing for here in the suit just ended, royalties or commissions 
based upon an unjust enrichment, which covered the manufacturer of a large number 
of these machines * * *.” 


In the view we take, there is no occasion to make a detailed narration of 
the proof offered by plaintiff or to enter a discussion of numerous criticisms directed 
at the trial judge, and particularly that relative to his pointed lack of faith in the 
credibility of Beck’s testimony. We assume that plaintiff was entitled, on the motion 
for a judgment at the conclusion of its case, to have its evidence considered in the 
light most favorable to it. At the same time, we agree with the conclusion of the 
district judge that “if all the facts were true as presented by the plaintiff, it would 
nevertheless not be entitled to the relief prayed for in its complaint.” 

As shown by the complaint, the original idea conceived by Beck which assert- 
edly constituted a property right comprised two elements of a coin-operated game, 
namely, an electrically controlled automatic scoring device and an automatic return 
to the player, of the puck or weight, commonly known as a “puck roll-back.” 
This property right thus asserted appears to have dwarfed to a considerable extent 
during the progress of the litigation because, in argument here, plaintiff's counsel 
concedes that the idea originally conceived by Beck is confined entirely to the auto- 
matic puck return. 

The authorities set forth a number of elements which a plaintiff is required 
to establish as a prerequisite to a right to obtain relief in a case of the instant char- 
acter. Those elements generally are (1) that the idea disclosed must be novel, 
(2) that it must be made in confidence and (3) that it must be adopted and made 
use of by the defendant. DeFilippis v. Chrysler Corp. et al., 53 F. Supp. 977, 980, 
affirmed 159 F. 2d 478; Smoley v. New Jersey Zinc Co., 24 F. Supp. 294, 300, 
affirmed 106 F. 2d 314; Lueddecke v. Chevrolet Motor Co., et al., 70 F. 2d 345; 
O’Brien v. RKO Radio Pictures, Inc., 68 F. Supp. 13, 14; Plus Promotions, Inc., 
et al. v. RCA Mfg. Co., Inc., 49 F. Supp. 116, 117 [31 T. M. R. 231]. 

Beck’s own testimony demonstrates that any idea he had was hazy and uncer- 
tain and, more, it was not original with him. He testified as to his first meeting 
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with Durant in Chicago, “My idea when I originally started was to buy Total-Rolls 
and Advance-Rolls, and convert them. * * * Total-Rolls and Advance-Rolls 
were old games, at that time were three or four years old * * *. I told him my 
idea was * * * to convert them to the type of game I had in mind, to a shuffle- 
type bowling game.” At a subsequent meeting in Milwaukee all that Beck showed 
Durant was “California Shuffle Pins,” a game then on the market and in use. 
Beck admitted that he had nothing to do with the development of the electric 
totalizer, the electrical scoring device which was of Durant’s invention. (This 
was one of the ideas alleged in the complaint as having been original with Beck.) 
He also testified with reference to this second meeting, “I didn’t have a model. 
All I had was a puck return, which at that time didn’t mean anything.” 

Beck admitted that the only thing he claimed to have developed was the puck 
return. He testified that he described to Durant how the puck return should be 
built, that is, by having the puck drop off the rear of the playing board into a 
channel and roll back by gravity to the right side, make a turn and proceed to the 
front of the game. Referring to this puck return, Beck admitted that he told 
Durant, “This has been done on Skee-Balls, and there have been very many of 
them built, and it has been successful. That is where I got the idea from. We 
have built one that works perfectly in a Total-Roll.” Further, Beck after describing 
the puck return in Skee-Balls admitted that it was almost exactly like the puck 
return in plaintiff’s Exhibit 1. 

This Exhibit 1 was introduced in evidence and purports to embody Beck’s 
novel idea. There were also introduced in evidence some crude drawings by Beck, 
made prior to his conversations with Durant. However, neither Exhibit 1 nor the 
drawings were shown to Durant. The District Court found, and we think appro- 
priately: 

“Any alleged disclosure made by Beck to Durant during the several conversa- 
tions had between Beck and Durant were merely vague or general suggestions or 
hints, such as are usually made by operators as a result of their observation of 
commercial amusement devices or of testing games on location, and were of no 
novelty or specific application.” 


This appraisement of Beck’s alleged disclosure to Durant is further borne out by 
the fact that defendant’s engineers spent several weeks in its shop developing a 
game which allegedly embodies the idea which Beck claims to have originated, all 
of which tends to show that Durant obtained from Beck no idea in concrete and 
usable form. Otherwise, there would have been no occasion for weeks of experi- 
mentation in its development. 

Plaintiff's asserted right to relief is bottomed upon the premise that the orig- 
inal idea which it disclosed to defendant was embodied in the game “Shuffle Alley” 
manufactured and sold by defendant. There is no contention that defendant used 
the idea in any other form or fashion. Between September 1 and December 10, 
1949, plaintiff purchased from defendant 367 of these games at a price of $225 
each. One of such games as manufactured and sold by defendant was present in 
the courtroom during the trial and was exhibited to this court on oral argument. 
For some strange and unexplained reason, this game was not introduced at the 
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hearing. Whether such failure was intentional or through inadvertence we do not 
know. It is around defendant’s game of “Shuffle Alley” that the controversy in 
the main revolves. Even though we assume, contrary to what we think, that Beck 
disclosed to defendant an idea in concrete form, we are of the view it would be 
difficult and perhaps impossible to hold that the idea was used by defendant in its 
game of “Shuffle Alley” when that game is not before the court. This is an added 
but significant reason for affirming the judgment complained of. 


Numerous other questions are raised and discussed, but in view of what we 
have said we think there is no occasion to go further other than to mention plain- 
tiff’s contention that the District Court erred in denying its demand for a jury 
trial under Rules 38 and 39 of the Rules of Civil Procedure. We think this con- 
tention is without merit. Particularly is this so in view of the issue upon which the 
case went to trial before Judge Perry. As already shown, plaintiff at that time 
sought relief entirely upon the theory of unjust enrichment. Thus, if plaintiff had 
prevailed it would have been entitled only to an accounting and perhaps to an 
injunction, as it prayed for in its complaint. Such being the situation, plaintiff was 
not entitled to a jury trial as a matter of right. Cf Johnson, et al. v. Gardner, 179 
F. 2d 114, 117; Bereslavsky v. Kloeb, 162 F. 2d 862, 864; United States v. Friedman, 
89 F. Supp. 957, 961; Hirsch v. Glidden Co., 79 F. Supp. 729, 730. 


Plaintiff's reliance upon Matarese v. Moore-McCormack Lines, supra (158 F. 
2d 631), suggests some further consideration. A reading of the opinion immediately 
discloses the wide gulf between its facts and those here. There, the plaintiff was 
an employee of the defendant and thus a confidential relation existed. Plaintiff 
was employed as a stevedore on defendant’s pier and informed the latter’s agent 
that he had something which would facilitate cargo loading and unloading which 
would save the defendant much money and would prevent accidents. Defendant’s 
agent went to plaintiff's home and was shown models of devices for loading 
and unloading cargo which plaintiff had originated. The models were demon- 
strated to defendant’s agent, who expressed satisfaction with them arid promised 
plaintiff one-third of what defendant would save by their use. Plaintiff was offered 
and accepted a job of supervising and constructing his devices for the defendant 
on defendant’s premises and with defendant’s materials. A great number of such 
devices were put to use by the defendant. In brief, these were the facts upon 
which the court affirmed a judgment in favor of the plaintiff for an accounting 
upon the theory of unjust enrichment. There, contrary to here, the idea for plain- 
tiff’s device was clearly original with him, a model in concrete form was exhibited 
to defendant, it was constructed by the plaintiff on defendant’s premises with its 
material and put to use by it. Furthermore, none of these facts were seriously dis- 
puted by the defendant but the main defense was that the agent with whom plain- 
tiff dealt acted beyond the scope of his employment. 


The judgment appealed from is affirmed. 
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DUNCAN ELECTRIC MANUFACTURING COMPANY v. MARZALL 
No. 5579-50--U. §. D. C. D. C.—October 14, 1952 







‘TRADE-Mark Act or 1946—REGISTRABILITY—SrcTiIoNS 2(f) AND 45 
TrapeE NAMES—REGISTRABILTIY—GENERAL 

Legislative history of 1946 Act shows it was not intent of Congress that affixation of 
goods of a trade name, used solely as defined in Section 45, would constitute trade-mark 
usage of trade name; and provision for registration of trade names was deliberately 


excluded from 1946 Act. 















‘TrADE-MARKS—REGISTRABILITY—PARTICULAR INSTANCES 

Applicant’s name, “Duncan Electric Mfg. Co.,” used on goods in connection with 

applicant’s address, held only a trade name and not entitled to registration on Principal 
Register, under 1946 Act, because it is not a trade-mark as defined by Section 45. 






Suit under R. S. 4915 by Duncan Electric Manufacturing Company against 
John A. Marzall, Commissioner of Patents to compel issuance of registration. Judg- 
ment for defendant dismissing complaint. 

Albert H. Kirchner, of Washington, D. C., and Louis Robertson, of Chicago, IIL, 
for plaintiff. 

E. L. Reynolds and S. W. Cochran, of Washington, D. C., for defendant. 

McGureg, D. J.: 















FINDINGS OF Fact 





1. This is an action under R. S. 4915 (U. S. C., title 35, section 63) and sec- 
tion 21 of the Trade-Mark Act of 1946 (15 U. S. C. 1071) in which the plaintiff, 
Duncan Electric Manufacturing Company, sought to have the Court authorize 
the Commissioner of Patents to register a trade-mark on the plaintiff’s application 
for registration Serial No. 512,770. 

2. The plaintiff sought registration of the notation “Duncan Electric Mfg. 
Co.” on the Principal Register under the provisions of section 2(f) of the Trade- 
Mark Act of 1946 (15 U.S. C. 1052f), the notation to be used on watt-hour meters, 
demand meters, demand registers therefor, and transformers for measuring instru- 










ments. 

The specimens or facsimiles of the notation filed with the application show 
(a) a shipping carton having thereon a printed or stamped legend and (b) a name 
plate for attachment directly to the goods. Each of the specimens includes six or 
more lines, the notation in issue appearing as the next to last line, directly beneath 
which is “3rd & Mechanic Sts., Lafayette, Indiana” or “Lafayette, Ind., U. S. A.” 
The preceding lines refer to “Duncan” watt-hour meters and the electrical charac- 
teristics of the goods. A specimen filed during the prosecution of the case shows a 
name plate, the first line of which is “Current Transformer,” the succeeding three 
lines are the electrical characteristics and the last two lines are, respectively, the 
notation in issue and the city and state address. 

3. The legislative history of the Trade-Mark Act of 1946 indicates that pro- 
vision for the registration of trade names was deliberately excluded from the Act. 

4. The legislative history of the Trade-Mark Act of 1946 reveals that it was 
not the intent of Congress that the affixation to goods of a trade name used solely 
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as defined in section 45 of the Act would constitute trade-mark usage of the trade 
name. 

5. The nature of the notation “Duncan Electric Mfg. Co.” and its manner of 
presentation in the submitted specimens are not such as to indicate to the public 
that the notation is a trade-mark rather than a trade-name only. 

6. The notation “Duncan Electric Mfg. Co.” as used in the specimens sub- 
mitted in the plaintiff's application does not constitute a trade-mark as defined in 
section 45 of the Trade-Mark Act of 1946. 


CONCLUSIONS OF LAW 


1. On the basis of the specimens submitted in the plaintiff’s application Serial 
No. 512,770, the plaintiff is not entitled to register “Duncan Electric Mfg. Co.” 
on the Principal Register under the provisions of the Trade-Mark Act of 1946. 


2. The complaint should be dismissed. 





MIDTOWN RADIO AND APPLIANCE CORPORATION v. FRIELICH ET AL. 
N. Y. S. Ct. N. Y. County—September 9, 1952 


Trape Names—AcgQulisITION oF RiIGHTS—GENERAL 
Protection accorded geographical name where it has acquired secondary significance 
identifying particular business, is an exception to general rule that no property right exists 
in a descriptive or geographical name. 
Whether or not a geographical name has acquired a protectable secondary meaning 
is a question of fact. 


Courts—PLEADING AND PRACTICE—PRELIMINARY INJUNCTIONS 
Preliminary injunction denied in view of questions of fact appearing on motion papers 
and plaintiff given opportunity to obtain prompt trial. 
Unfair competition suit by Midtown Radio and Appliance Corporation against 
Frielich et al. Plaintiff's motion for preliminary injunction denied. 


Scuwartz, J: 

Plaintiff “Midtown Radio and Appliance Corporation” seeks an injunction 
pendente lite restraining the defendants, their servants, agents and employees, from 
doing business under the name of “Midtown Shopping Service,” at No. 363 Lex- 
ington Avenue, Borough of Manhattan, and from in any manner making such 
representations as would lead the public to believe that defendants’ firm is plaintiff's 
firm or that defendants’ store is a branch of plaintiff’s store. Plaintiff has been using 
its nate since 1945 and has been located at No. 353 Lexington Avenue continuously 
since November 1 of that year. Defendant Ruth Frielich had been doing business 
under the name “Midtown Shopping Service” since 1947 at No. 122 East Forty- 
second Street, Borough of Manhattan, until July, 1952, when defendant moved her 
place of business to No. 363 Lexington Avenue, fifteen doors away from plaintiff’s 
store. Plaintiff contends that defendant’s act in moving has led and will lead to con- 
fusion and therefore constitutes unfair competition with the plaintiff. Both firms are 
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engaged in substantially the same type of retail business. While it is the general rule 
that no property right exists in a descriptive or geographical name, there is an excep- 
tion to the rule, to wit, a geographical name may be protected where it has acquired 
a secondary significance in connection with a person’s business. This is true to the 
same extent where the name is not that of a place but describes a location. See Matter 
of Bill’s Gay Nineties, Inc. v. Fisher, 180 Misc. 721 [34 T. M. R. 95], and cases cited 
therein; Nims on Unfair Competition and Trade-Marks [4th ed.], secs. 101, 115. 
Whether or not a geographical name has acquired a protectable secondary meaning 
is always a question of fact—a question which may be best resolved upon a trial rather 
than upon opposing affidavits. Moreover, the moving papers indicate that ancther 
question of fact exists as regards the actual operation of respondent’s business and 
the relationship, if any, of the corporate defendant to the “Midtown Shopping 
Service,” under which name Ruth Frielich is presumably doing business. Accord- 
ingly, the application is denied and the case will be placed on the Ready Day 
Calendar of Special Term, Part III, for October 6, 1952, upon condition that after 
issue is joined, a note of issue is filed and appropriate fees are paid. 





WINTHROP-STEARNS, INC. v. WYETH INCORPORATED 


Commissioner of Patents—October 17, 1952 


TrapDE-Marks—Goops OF THE SAME CLAss—GENERAL 
Question is not one of confusion of goods but confusion as to origin or source of 
goods. 
Trape-Marks—Goops oF THE SAME CLASS—PaRTICULAR INSTANCES 
Ointment compound of alumina gel and kaolin and silver salt in powder form, 
both used for topical application, held goods of the same class and sufficiently similar 
to justify presumption of likelihood of confusion when sold under similar marks. 
TraDE-MarKs—CoNFUSING SIMILARITY—GENERAL 
Newcomer in the field bodily adopting part of an old registration for similar goods 
has duty to see that the remainder of his mark is so different from the prior registration 
that there will be no likelihood of confusion between the marks when considered as 
a whole. 


Trape-MarKs—ConFUSING SIMILARITY—PARTICULAR INSTANCES 
“Protogel” held confusingly similar to “Protargol,” used on similar goods, under 


1946 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Winthrop-Stearns Inc against Wyeth Incorporated. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 
James F. Hoge and Lenore B. Stoughton, of New York, N. Y., and E. F. Wende- 
roth, of Washington, D. C., for Opposer. 
Dudley Browne, of New York, N. Y., for Applicant. 


McCann, Examiner in Chief: 
This is an appeal from the decision of the Examiner of Trade-Mark Inter- 


ferences sustaining the opposition of Winthrop-Stearns, Inc. to the registration 
applied for by Wyeth Incorporated. 
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Applicant is seeking to register the notation “Protegel” as a trade-mark for “a 
compound of alumina gel and kaolin for topical application.” The opposition is 
predicated on the allegations of opposer’s prior use and ownership of registration 
No. 30,882, registered November 23, 1897, and twice renewed, of the mark “Pro- 
targol” as applied to a medicinal preparation used in the treatment of gonorrhea. 
The opposer states that its product is also used in the treatment of wounds, ulcers, 
in venereal prophylaxis, and for various other purposes in the medical fields of 
gynecology, ophthalmology, and rhinolaryngology. 

The opposition is based upon that clause of section 2(d) of the Act of 1946 
relating to the likelihood of confusion or deception of purchasers as to the origin 
of the goods. Both parties have filed stipulated facts in lieu of testimony and were 
represented at the oral hearing. 

The examiner held that the goods of both parties clearly pertain to the same 
classification of merchandise, since they are medicinal and pharmaceutical prepara- 
tions, and are hence deemed to be goods of the same descriptive character. 

Applicant contends that the goods are not similar in character because one 
is a silver salt in powder form for use as an antiseptic and the other an aluminum 
hydroxide gel in the form of an ointment or cream and that they would normally 
not be confused by the public. The question, however, is not one of confusion of 
the goods but confusion as to the origin or source of the goods. Lehn @& Fink 
Products Corporation v. Wyeth Incorporated, 612 O. G. 788, 77 U.S. P. Q. 633; 
Van Pelt & Brown, Inc. v. John Wyeth & Brother, Inc., 34 C. C. P. A. 1033, 161 
F. 2d 244, 73 U.S. P. Q. 408. It is true that applicant’s goods is in the form of 
an ointment or cream whereas opposer’s goods is in the form of a powder, how- 
ever, I am of the opinion that the examiner was correct in his holding since the 
goods are pharmaceutical preparations which are sold in the same drug stores 
over the same counters to the general public and are both used for topical applica- 
tion and hence are sufficiently similar to justify the presumption of likelihood of 
confusion to the public, if the marks themselves do not sufficiently distinguish from 
each other. West Disinfecting Company v. Owen, 35 C. C. P. A. 843, 165 F. 2d 
450, 76 U. S. P. Q. 315; Campbell Products, Inc. v. John Wyeth & Brother, Inc., 
31 C. C. P. A. 1217, 143 F. 2d 977, 62 U. S. P. Q. 302; Vick Chemical Co. v. 
Central City Chemical Co., 22 C. C. P. A. 996, 75 F. 2d 517, 24 U.S. P. Q. 386. 

It is also the opinion of the examiner that the marks ‘“Protogel” and “Pro- 
targol” are so nearly identical in appearance and there are such resemblances in 
sound as to be likely to give rise to confusion or mistake or deception of purchasers 
when applied contemporaneously to the goods herein involved. 

Applicant contends that the examiner refused to analyze the respective marks 
in any way and refused to consider whether there is a dominant element in either 
mark, and he calls attention to the decision of Sears, Roebuck and Co. v. The 
General Tire & Rubber Co., 463 O. G. 702, 28 U. S. P. Q. 137, which involved 
the marks “Allstate” and “Allgrip.” and in which the Commissioner quoted from 
the decision of Ex parte Golden & Co., 1907 C. D. 142, 128 O. G. 1292, as follows: 


“In determining the substantial identity or nonidentity of two marks it is obvi- 
ously necessary to consider the comparative prominence in each mark of those 
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features which it has in common with the other mark and those features in which 
it differs therefrom. Such consideration is of the mark as a whole.” 


and further stated: 





“True, the prefix is the same, but the remainders of the marks, which comprise 
the predominant part of each, are entirely different.” 


I do not consider this decision to be particularly in applicant’s favor since it 
is obvious that the words “State” and “Grip” are entirely different in meaning, 
appearance and sound, which was noted in the second quotation from that deci- 
sion. This, however, is not true in the instant case since “Tegel” and “Targol” 
are similar in appearance and sound and unless carefully analyzed are readily 
capable of being mistaken for the same word. In cases like the present where a 
newcomer in the field bodily adopts part of an old registration for similar goods 
it is his duty to see that the remainder of his mark is so different from the prior regis- 
tration that there will be no likelihood of confusion between the marks when con- 
sidered as a whole. Kaut-Reith Shoe Co. v. International Shoe Co., 239 O. G. 939, 
45 App. D. C. 545; Guggenheim v. Cantrell & Cochrane, Limited, 352 O. G. 533, 
56 App. D. C. 100, 10 F. 2d 895. This applicant has not done, since, as stated 
above, “Tegel” is closely analogous to “Targol” in appearance and sound, and this 
similarity is obviously enhanced when both words are joined to the prefix “Pro.” 
The decision of the Examiner of Interferences is affirmed. 


CONTINENTAL DISTILLING CORPORATION v. BOHEMIAN 
DISTRIBUTING COMPANY 


Commissioner of Patents—October 21, 1952 


CANCELLATIONS—DEFENSES—LACHES, ACQUIESCENCE AND EsTopPeL 
It is the universal rule that mere delay in asserting a trade-mark right cannot, with- 
out more, sustain the defense of laches and that it must affirmatively appear that 
delay was accompanied by circumstances compelling enough to give rise to an estoppel. 
On facts of record, appellant held to have failed to prove elements of estoppel and 

defense of laches held inapplicable. 





TrapE-Marxs—Marxs Not ConFusiNGLy SimMILAR—ParTICULAR INSTANCES 
“Golden Oak” held not confusingly similar to “Charter Oak,” used on similar goods, 


under 1946 Act. 






Appeals from Examiner of Interferences. 
Trade-mark opposition and cancellation proceedings by Continental Distilling 
Corporation against Bohemian Distributing Company. 

Bohemian Distributing Company appeals from decision sustaining notice of 
opposition and petition for cancellation. Reversed. 
Leonard L. Kalish, of Philadelphia, Pa., for Continental Distilling Corporation. 
Minier & Fihe, of Los Angeles, Cal., for Bohemian Distributing Company. 
McCann, Examiner in Chief: 

This is an appeal in the above entitled opposition proceeding against applica- 
tion Serial No. 525,775, filed under the Act of 1905, by Bohemian Distributing 
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Company on July 3, 1947, for registration of the words “Golden Oak” arranged in 
an arcuate line, for whiskey, and in the above entitled cancellation proceeding for 
cancellation of registration No. 312,854, registered under the Act of 1905, on 
May 8, 1934, to Bohemian Distributing Company for the same words arranged in a 
straight line and for the same goods. The Examiner of Interferences sustained the 
opposition and the petition for cancellation, and from his decision the Bohemian 
Distributing Company appeals. 


Both proceedings were submitted on a single record, were argued together and 
the Examiner of Interferences rendered one decision. Only the Bohemian Dis- 
tributing Company has filed testimony and both parties have filed briefs and were 
represented_at the hearing. 


The opposer-petitioner bases its causes of action upon allegations of prior 
use and ownership of the marks “Charter Oak,” registered March 13, 1934, No. 
311,038, for whiskey, gin, rum, rye, brandy, and cordials; “Golden Dawn,” regis- 
tered March 13, 1934, No. 311,042, for whiskey, gin, rum, rye, brandy, and 
cordials; and “Golden Bead Bourbon,” registered May 15, 1934, No. 313,110, for 
Bourbon whiskey. 

The statutory basis for opposition and cancelation is that the contemporaneous 
use of the parties of their respective marks for the goods involved would be likely 
to cause confusion or mistake or to deceive purchasers. 


As an affirmative defense in cancellation No. 5330, appellant, the Bohemian 
Distributing Co., points out that its registration No. 312,854 has been a matter 
of public record since May 8, 1934, and therefore constitutes such “constructive 
notice” as will preclude a cancellation petitioner from pleading ignorance of the 
existence of that particular mark. Appellant cites Willson v. Graphol Products 
Co., Inc., 35 C. C. P. A. 857, 76 U. S. P. Q. 312, and contends that the record here 
shows that Bohemian Distributing Co. has built up a valuable business in its 
“Golden Oak” trade-mark over almost twenty years which cannot in equity be 
arbitrarily overthrown at this late date. 

As pointed out by the Examiner of Interferences, it is the universal rule in 
trade-mark matters that mere delay in asserting a trade-mark right cannot, without 
more, sustain the defense of laches, and that to establish this defense it must 
affirmatively appear that such delay was accompanied by circumstances compelling 
enough to give rise to an estoppel. The Examiner of Interferences also pointed out 
that the final decision in the case of Willson v. Graphol Products Co., Inc., 38 
C. C. P. A. 1030, 89 U. S. P. Q. 382, was predicted not merely upon delay in the 
filing of the cancellation proceeding, but upon proof that the appellant in that 
case had innocently conducted and built up their business until it was larger 
than that of the appellee. I find no such proof in this case. There is nothing in 
the record which would establish that appellant’s sales of “Golden Oak” whiskey 
is not only substantial but has been increasing and that it would be in a worse 
position now than if cancellation proceedings were earlier instituted. In other 
words, there should be proof of increased sales, profits, or investment or enhance- 
ment of its trade-mark. The Lightnin Chemical Co. v. Royal Home Products 
(C. C. P. A.), 197 F. 2d 668, 94 U. S. P. Q. 178. I agree with the decision of the 
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Examiner of Interferences that upon the record presented the defense of laches is 
not deemed to be applicable in this case. 

With respect to the issue of likelihood of confusion the Examiner of Inter- 
ferences pointed out that the Continental Distilling Corporation as owner of regis- 
trations No. 311,038, No. 311,042, and No. 313,110 is entitled to rely thereon as 
statutory evidence of its continuous use of the marks disclosed therein since their 
respective filing dates of those applications. The Examiner of Interferences also 
held that while there is testimony that Bohemian Distributing Company selected 
its mark in the early summer of 1933, it clearly appears that it did not begin use 
thereof in connection with the sale of its goods until shortly after the Repeal of the 
National Prohibition Amendment on December 6, 1933, a date subsequent to the 
record dates of the Continental Distilling Corporation, and the Examiner of 
Interferences accordingly held that the Continental Distilling Corporation was 
entitled to priority with respect to each of its marks. 

With respect to the three marks relied upon by the Continental Distilling Cor- 
poration the Examiner of Interferences held the mark “Charter Oak” to be the 
most pertinent. In arriving at his decision the Examiner of Interferences stated 
that in so far as precedents may be concerned he was of the opinion that the 
marks “Golden Oak” and “Charter Oak” are comparable to the marks “Royal 
Oak” and “Charter Oak” as applied to identical goods which were held to be con- 
fusingly similar in the case of Continental Distilling Corporation v. “Big 4’ Dis- 
tilleries, Inc., 490 O. G. 978, 37 U. S. P. Q. 457. But regardless of precedents, the 
Examiner of Interferences stated that he was clearly of the opinion that the 
resemblances between the marks here involved are such that their contemporaneous 
use for the same kind of goods would be reasonably likely to cause confusion in 


the trade. 

In the Continental Distilling Corporation v. “Big ¥’ Distillers, Inc., supra, 
the Assistant Commissioner was of the opinion that the words “Royal Oak” and 
“Charter Oak” were dominated by the noun “Oak” and furthermore, that the words 
“Royal” and “Charter” were likely to be somewhat closely associated in the minds 
of many by reason of the frequent occurrence in colonial history of the expression 
“Royal Charter.” In other words, the Assistant Commissioner was of the opinion 
that the first two words of those two marks were in themselves somewhat related. 
I find no such relation between the words “Golden” and “Charter.” 

The dictionary does not list “Golden Oak” as a species of oak trees, but 
defines it as a finish for furniture. On the other hand, “Charter Oak” is defined 
in Webster’s New International Dictionary, Second Edition, as: 

“A large oak tree which, until blown down in August, 1856, stood in Hartford, 
Connecticut. It was the traditional hiding place of the colonial charter which Sir 
Edmund Andros, Governor General of the New England Colonies, came in 1687 to 
receive, after King James II had decided to withdraw it.” 


The words “Golden Oak” and “Charter Oak” are dissimilar in appearance and 
sound and since “Golden Oak” and “Charter Oak” by themselves stand for and 


would normally be recognized by the public as identifying different things, i.e., a 
finish for furniture and a particular historical oak tree, I am of the opinion that 






















































926 TRADE-MARK REPORTER 42 T.M.R. 


their contemporaneous use on the same goods would not be likely to cause 
confusion. 

The decision of the examiner sustaining the opposition and the petition for 
cancellation is reversed. 


EX PARTE CUBE STEAK MACHINE CoO. ETC. 
Commissioner of Patents—October 17, 1952 


TRADE-MARKS—PLEADINGS AND PRACTICE—GENERAL 
Action of the Examiner of Trade-Marks in following decisions by higher tribunals 
of Patent Office until they are overruled held proper. 


TrapDE-Mark Act or 1946—RecisTrRABILITY—SeEcTIons 4 and 45—CeERTIFICATION MarKs— 
Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Cube Steak” held to have become generic denoting particular type of steak to the 
public, and incapable as certification mark of indicating that meats were tenderized only 
by applicant’s machines. 


Appeal from Examiner of Trade-Marks. 

Application for registration of certification mark by Cube Steak Machine Co. 
(name changed to Needham Manufacturing Company). Applicant appeals from 
refusal of registration of certification mark, under 1946 Act. Affirmed. 

Heard, Smith & Tennant, of Boston, Mass., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the final refusal by the Examiner of trade-marks to 
register “Cube Steak” as a certification mark for “beef, veal, mutton, lamb and 
pork steaks and cutlets tenderized by machines manufactured and sold” by the 
applicant. The certification mark is used on the goods to indicate that they were 
tenderized by machines manufactured and sold by applicant. 

The examiner’s ground for refusal is that the term “Cube Steak” has become 
generic and is therefore not capable of distinguishing applicant’s goods in commerce. 

Applicant states that there is no evidence in this record to indicate that the 
mark “Cube Steak” had been applied to or used in any way to identify meat prior 
to its adoption and use by applicant’s predecessor as its trade-mark. As I under- 
stand the examiner’s position, he does not disagree with applicant in this respect, 
but contends that whatever the original meaning of the words “Cube Steak” may 
have had, they have now become generic. 

Applicant also contends that no ground can be found in this record for holding 
that the term “Cube Steak” was or is a generic term. In his statement the examiner 
says that: 

“Since the final rejection in this case, the following examples of generic use 

of the term ‘Cube Steak’ by the Office of Price Stabilization in its ‘Ceiling Price 

Regulation’ have come to his attention. On page 14 of Ceiling Price Regulation 24, 

Collation 1, dated November 21, 1951, the Price Stabilization Office describes ‘Cube 

Steak’ as ‘any lean muscle meat * * * cut into steaks of uniform size, tenderized, etc.’ 

Also on page 3 in Revised Ceiling Price Regulation 25, dated September 17, 1951, 

the Price Stabilization Office refers to ‘special limitations on the sale of cubed beef.” 

(Italics by examiner.) 
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The examiner has also cited the decision in Ex parte Cube Steak Machine Co., 
637, O. G. 1926, 86 U. S. P. Q. 327, as authority for his refusal to register appli- 
cant’s mark. Applicant points out that this decision was appealed to the court and 
is of the opinion that pending decision by the court it should not be referred to 
by the examiner. This contention is not believed to be sound since decisions by 
higher Patent Office tribunals are followed by the examiners until they are over- 
ruled. 


In a petition for suspension of action in this case until a decision was rendered 
by the court in applicant’s case mentioned above, applicant stated that a decision 
by the court in that case “would appear determinative of the right of applicant 
to registration on the present application.” The examiner calls attention 
to the fact that a decision has been rendered by the District Court, District of 
Columbia, which affirmed the Commissioner’s decision. See Spang et al. v Marzall, 
Commissioner of Patents, 93 U.S. P. Q. 61. In that decision the court pointed out 
that there is language in the Czapar patent No. 1,991,546 and in the Motrinec 
patent No. 2,167,051, which indicates that the words “Cube Steak” are generic. 


After a careful consideration of applicant’s argument it seems to me that the 
above record establishes that the words “Cube Steak” have become generic and 
denote to the public a particular type of steak, i.e., a steak that has been tenderized, 
and is incapable as a certification mark of indicating to the public that the goods 
were tenderized only by machines manufactured and sold by applicant. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE I. LEWIS CIGAR MANUFACTURING COMPANY (2 Cases) 


Commissioner of Patents—November 13, 1952 


TraDE-Mark Act or 1946—REGISTRABILITY—SECTION 23 


TraDE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
(Cases 1 and 2) Section 23 of 1946 Act does not prohibit registration of mark 


merely because it is laudatory in character, but does require that mark be of such a 
nature that it is capable of distinguishing applicant’s goods or services. 

(Case 1) “Best and Biggest Cigar” held not registrable on Supplemental Register 
under 1946 Act because this is a common expression which should be available to 
anyone who may desire to make such a claim for his product and therefore is incapable 
of indicating origin. 

(Case 2) “The Cigar Supreme” held not registrable on Supplemental Register 
under 1946 Act because “Supreme” is a common ordinary laudatory term available for 
use by producers in various fields to advertise their products, and hence is incapable 


of indicating source. 


Appeals from Examiner of Trade-Marks. 

Applications for registration of trade-marks by I. Lewis Cigar Manufacturing 
Company. Applicant appeals from refusal of registrations on Supplemental Register, 
under 1946 Act. Affirmed. 

Hauff & Warland, of New York, N. Y., for Applicant. 
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McCann, Examiner in Chief: 

(Case 1) This is an appeal from the final refusal of the examiner to register 
on the Supplemental Register of the Act of 1946 the notation “Best and Biggest 
Cigar.” 

It is the examiner’s position that the notation is merely an informative, lauda- 
tory phrase and would be so recognized by the purchaser and registration was 
refused on the ground that the notation is incapable of identifying applicant’s 
goods and distinguishing them from those manufactured or sold by others and 
therefore does not meet the requirements of section 23 of the Act of 1946. 

Applicant contends that its notation or slogan “Best and Biggest Cigar” is 
not merely descriptively laudatory, but is an alliteration and a catch expression 
which definitely has the property of originality and uniqueness. 

The examiner contends that there is nothing original nor unique in the phrase 
“Best and Biggest Cigar” and that it would be difficult to think of a phrase which 
has been used more often by manufacturers and merchants to sell their products 
than “Best and Biggest.” It is the examiner’s position that any manufacturer 
might apply this phrase to its product with equal truth and that such a phrase 
should be available to any cigar manufacturer and cannot be appropriated for 
exclusive use by any one manufacturer. 

I agree with the examiner that there is nothing particularly original nor 
unique in the expression “Best and Biggest” applied to cigars or other items of 
merchandise since this is a more or less common expression used by salesmen 
in trying to influence purchasers and as such should be available to anyone who 
may desire to make such a claim for his article. Furthermore, whether any given 
cigar is the “Best and Biggest” is a question of fact and almost any cigar manufac- 
turer could make a cigar that is bigger and of better quality tobacco than a given 
one having the label “Best and Biggest” thereon if he so desires. He would then 
be entitled to describe such a cigar as “The Best and Biggest Cigar” until a bigger 
and better cigar was made. 

There is nothing in section 23 of the Act which prohibits laudatory expressions 
as such from being registered but such expressions should have some element of 
originality or uniqueness which would render the expression capable of dis- 
tinguishing applicant’s goods from others as required by this section. It seems to 
me that applicant’s notation is clearly incapable of indicating the source of origin 
of applicant’s goods. Compania “Ron Bacardi,’ S. A. v. Ronrico Corporation, 
83 U. S. P. Q. 473; Lever Brothers Company v. The Diversey Corporation, 653 
O. G. 894, 91 U.S. P. Q. 251; Ex parte Chicago Rawhide Manufacturing Company, 
647 O. G. 1022, 89 U. S. P. Q. 507; Ex parte Bayuk Cigars Incorporated, 630 
O. G. 1109, 83 U.S. P. Q. 537; Ex parte The B. F. Goodrich Company, 653 O. G. 
895, 91 U.S. P. Q. 293 (Petition for Reconsideration, 655 O. G. 906, 92 U.S. P. Q. 
148). 

The decision of the Examiner of Trade-Marks is affirmed. 

(Case 2) This is an appeal from the final refusal of the examiner to register 
on the Supplemental Register of the Act of 1946 the notation “The Cigar Supreme” 
for cigars. 
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It is the examiner’s position that the notation is merely an informative or 
laudatory phrase and would be so recognized by the purchaser. Registration was 
refused on the ground that the notation is incapable of identifying applicant’s goods 
and distinguishing them from those manufactured and sold by others and therefore 
did not meet the requirements of section 23 of the Act of 1946. 

Applicant points out that section 23 of the Act of 1946 specifically provides 
that for purposes of registration on the Supplemental Register a mark may con- 
sist of “any symbol, label, package, configuration of goods, name, word, slogan, 
phrase, surname” and the like, provided that the mark is capable of distinguishing 
applicant’s goods or services. Applicant also states that a careful reading of 
section 23 fails to reveal any prohibition against the registration of a mark which 
incidentally possesses a laudatory character. 

The examiner states that the rejection is not on the ground that all laudatory 
phrases are unregistrable, but for the reason that the instant notation is merely a 
laudatory phrase and nothing more and he points out that the word “Supreme” 
is defined in Webster’s New International Dictionary, Second Edition, as “2. Highest 
in degree, quality, etc.; not exceeded by any other; also characterizd by highest 
excellence.” 

Applicant is correct that Section 23 of the Act does not prohibit the registra- 
tion of a trade-mark merely because it is laudatory in character. However, Section 
23 does require that the mark be of such a nature that it is capable of distinguish- 
ing applicant’s goods or services. From the above quoted definition of “Supreme” 
it is seen that it is a common ordinary laudatory term which is available for use 
by producers of merchandise in various fields to advertise their products, and 
hence is incapable of indicating the source of origin. Also the question of whether 
a particular brand of cigars is the highest in quality, etc., is a question of fact and 
if one cigar manufacturer actually made a cigar which was of better quality than 
one which bore the label “The Cigar Supreme” he would be entitled, at least 
relatively speaking, to label his cigar as “The Cigar Supreme” until a better cigar 
was made. Compania “Ron Bacardi,” S. A. v. Ronrico Corporation, 83 U.S. P. Q. 
473. Lever Brothers Company v. The Diversey Corporation, 653 O. G. 894, 91 
U. S. P. Q. 251; Ex parte Chicago Rawhide Manufacturing Company, 647 O. G. 
1022, 89 U. S. P. Q. 507; Ex parte Bayuk Cigars Incorporated, 630 O. G. 1109, 83 
U. S. P. Q. 537; Ex parte The B. F. Goodrich Company, 653 O. G. 895, 91 
U. S. P. Q. 293 (Petition for Reconsideration 655 O. G. 906, 92 U.S. P. Q. 148). 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE ALBANY FELT COMPANY 


Commissioner of Patents—November 13, 1952 


Trape-Marks—ConFuSING SIMILARITY—GENERAL 
Since the public should not have to study marks in order to detect differences, 


where the first part of an old mark is bodily adopted by a newcomer it is incumbent 
upon him to use such word or words for the remainder of his mark to insure that the 
marks as a whole will be readily distinguishable. 
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TrADE-MarKks—Marks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Alfaset” held not confusingly similar to “A)fapaca,” used on similar goods, under 


1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Albany Felt Company. Applicant 
appeals from refusal of registration on Principal Register, under 1946 Act. Reversed. 
Andros & Smith, of Albany, N. Y., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the final refusal of the Examiner of Trade-Marks to 
register applicant’s mark consisting of the word “Alfaset” on the Principal Register 
under the Act of 1946, as applies to “nonshrinking wool fabrics including flannels.” 
Registration is refused in view of the prior trade-mark registration for the word 
“Alfapaca,” No. 345,471, to Josef Knitted Fabrics, Inc., registered April 27, 1937, 
for “piece goods of woolen, worsted, woven, and knitted fabrics, and fabrics of 
rayon, linen, and combinations of these materials.” 

The examiner’s refusal to register applicant’s mark “Alfaset” is based upon 
the ground that the contemporaneous use of applicant’s mark and the registered 
mark when applied to the goods of the two parties would be likely to cause con- 
fusion or mistake or to deceive purchasers. 

The examiner points out that the first part of applicant’s mark “Alfa” is 
identical with the first part of the registered mark; that the final part of applicant’s 
mark “Set” is a common textile term and that the word “Paca” of the registered 
mark is a play on the textile word “alpaca.” 

Applicant points out that he is the owner of trade-mark registration “Alfaset,” 
No. 537,856, as applied to yarn and trade-mark registration “Alfaset” No. 541,159, 
as applied to wool. He also points out the “Alpha” standing alone is the trade- 
mark registration No. 119,625 (renewed) of American Bleached Goods Co. as 
applied to cotton piece goods. He also points out that “Paca” and “Set” are 
different in meaning, appearance and sound. 

In cases like the present where the goods are the same and the first part 
of an old mark is bodily adopted by a newcomer, it is incumbent upon him to 
use such word or words for the remainder of his mark that the marks as a whole 
will be readily distinguishable since the public should not have to study the marks 
in order to detect their differences. The Kaut-Reith Shoe Company v. International 
Shoe Company, 49 App. D. C. 545, 1917 C. D. 162, 239 O. G. 939; The Simoniz 
Company v. Permanizing Stations of America, Inc., 18 C. C. P. A. 1374, 49 F. 2d 
846, 9 U.S. P. Q. 440. 

In the instant case the word “Set” is so different in meaning, appearance and 
sound from the word “Paca” as to lead one away from the thought springing from 
the common use of the word “Alfa,” and this renders the marks as a whole readily 
distinguishable. The Firestone Tire @ Rubber Co. v. Montgomery, Ward & Co., 
Inc., 32 C. C. P. A. 1074, 150 F. 2d 439, 66 U.S. P. Q. 111. 

After careful consideration of the Examiner’s Statement, I am of the opinion 
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that the marks are sufficiently different that there would be no likelihood of con- 
fusion when they are contemporaneously used on the goods specified. 
The decision of the Examiner of Trade-Marks is reversed. 


EX PARTE J. H. CLARKE & CO. 


Commissioner of Patents—November 17, 1952 


TRADE-MarKs—CONFUSING SIMILARITY—GENERAL 
There is no such thing as a correct pronunciation of a trade-mark. 
Similarity in either appearance or sound, or both, held sufficient to indicate likeli- 
hood of confusion. 
TRADE-MAarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Duraflex” held confusingly similar to ‘Duo-Flex,” used on identical goods, 
under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by J. H. Clarke & Co. Applicant 
appeals from refusal of registration on Principal Register, under 1946 Act. Affirmed. 
Jerome W. Paxton, of Washington, D. C., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the final refusal of the Examiner of Trade-Marks to 

register on the Principal Register under the Act of 1946, applicant’s mark 


“Duraflex” as applied to boots and shoes. Registration was refused in view 
of registration No. 272,038, dated June 24, 1930 and renewed June 24, 1950, to 
The P. Hagerty Shoe Company for “Duo-Flex” arranged in an arcuate line with 
a design resembling a cross and two scrolls underneath and all encircled by an 
ellipse as applied to shoes of leather and of leather and fabrics combinations. 

The examiner stated that since the goods involved are identical, the only 
question to be determined is whether or not the marks are so closely similar that 
their contemporaneous use on the said goods would cause confusion as to the 
origin and ownership thereof. It is the examiner’s position that “Duraflex” and 
“Duo-Flex” are substantially the same in appearance and sound. He points out 
that both marks have the identical terminal portions and that the initial portions 
thereof bear a striking resemblance. 

Applicant contends that the mark “Duraflex” would be pronounced as “di 
ra-flex” while the mark “Duo-Flex” is pronounced “do o-flex,” so that there is 
a marked difference in the sound of the respective marks. Applicant also states 
that the prefix “Dura” is suggestive of the durability, endurance, etc., while the 
prefix “Duo” seems to be suggestive of the word “two,” so that the prefixes of 
the two marks are dissimilar in meaning. Applicant also states that since “Dura- 
flex” is written as one word and “Duo-Flex” as two, that when viewed in their 
entireties they present a different appearance. 

It seems to me that applicant’s mark “Duraflex” would more likely be 
“Dur-a-flex” instead of “Du raflex” since the latter seems to be a strained pro- 
nunciation and if so pronounced would not suggest durability as contended. 
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Furthermore, it has been held that there is no such thing as a correct pronuncia- 
tion of a trade-mark. B. Altman @ Co. v. Lubin-Weeker Co., Inc., 506 O. G. 795, 
42 U.S. P. Q. 528; The American Products Company v. Leonard, 19 C. C. P. A. 
742, 53 F. 2d 894, 11 U.S. P. Q. 184; Coty, Inc. v. Lancome, S. A., 644 O. G. 954, 
88 U.S. P. Q. 300. 

I agree with the examiner that applicant’s mark “Duraflex” is quite similar 
in sound to the registration “Duo-Flex.” I also agree with the examiner that 
the marks resemble each other in appearance, and since similarity in either appear- 
ance or sound or both has been held sufficient to indicate a likelihood of confusion 
when the marks in question are applied to similar goods, I am of the opinion that 
the examiner reached the right conclusion in denying applicant registration. 
Kroger Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 
88 F. 2d 725, 33 U. S. P. Q. 137; In re The American Fork & Hoe Co., 32 
C. C. P. A. 771, 146 F. 2d 510, 64 U.S. P. Q. 233; Cluett, Peabody & Co., Inc. 
v. Wright, 18 C. C. P. A. 937, 46 F. 2d 711, 8 U.S. P. Q. 344. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE SALFAIR 
Commissioner of Patents—November 19, 1952 


TRADE-MarKs—ConFusiING SImILARITY—GENERAL 
Newcomer who bodily adopts first word of prior registration for same goods has 
duty to use such terminal word or words as will clearly avoid likelihood of confusion. 
In determining question of confusing similarity the marks must be considered as a 
whole, including descriptive or disclaimed portions. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Snow Drop” held confusingly similar to “Snow Flake,” used on similar goods, 


under 1905 Act. 
TrapE-Marks—ConFuSING SIMILARITY—EFFECT OF DISCLAIMERS 
Examiner’s refusal to accept applicant’s proposed disclaimer of word “Snow” in 
mark “Snow Drop” held correct, since such disclaimer would not avoid confusing 
similarity between applicant’s mark and previously registered mark ‘Snow Flake.” 

Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Salfair. Applicant appeals from 
refusal of registration under 1905 Act. Affirmed. 

Richard S. Temko, of New York, N. Y., for applicant. 
McCann, Examiner in Chief: 

This is an appeal by applicant from the final refusal of the Examiner of Trade- 
Marks to register the term “Snow Drop” as used on women’s and girls’ hats. This 
application was filed under the provisions of the Trade-Mark Act of 1905 and regis- 
tration was denied by the examiner in view of registration No. 500,339, registered 
under the Act of 1946 to The Bamberger-Reinthal Company, May 11, 1948, for 
the mark “Snow flake” as applied to caps, parkas, scarfs, and sweaters for men, 
women, and children,” which mark had previously been registered by the same 
company on September 25, 1928 for the same goods under the Act of 1925. 
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The examiner states that since the goods are substantially identical and as 
there is no issue as to priority the only issue to be resolved relates to the similarity 
of the marks. The examiner admits that if resort is made to the dictionary, support 
can be found for applicant’s assertion that a “Snow Drop” is in fact the name of a 
flower; he contends, however, that the purchasing public cannot be expected to 
make a precise analysis of trade-marks, and it is his position that a large segment 
of the public would attribute to the term “Snow Drop” the approximate significance 
of “Snow flake.” 

Applicant contends that the word “Snow” as applied to the goods in trade 
is clearly descriptive as it indicates a white color, and that the terminal words of 
the marks are completely different in meaning, appearance and sound. Applicant 
also contends that the examiner was in error in his statement that “Snow Drop” 
could be described equally well as a “Snow flake,” since the term “‘snow-drop” is 
defined in the dictionary as a flower, while a “snow flake” is defined as a small 
particle of frozen water, and hence the meanings which may be attached to them 
relate to entirely different substances or articles. 

In cases like the instant one where a newcomer bodily adopts the first word 
of a prior registration on the same goods, it is his duty to use such terminal word 
or words that there would clearly be no likelihood of confusion. In other words 
the remainder of the mark should be so different as to lead one away from any 
thought springing from the commonly used word “snow.” This applicant has not 
done, since, while the word “Drop” is different in appearance and sound from 
the word “flake” yet when these words are used in connection with “snow” the 
over-all effect is to present pretty much the same meaning and significance to the 
general public. It seems to me that the two marks as a whole possess too much in 
common insofar as their significance is concerned, and it is my opinion that there 
would be a likelihood of confusion if they were contemporaneously used on the 
stated goods. The Snow Flyer Corporation v. F-S Mfg. Co., Inc., 8 U. S. P. Q. 
398; Southern Cotton Oil Company v. General Vegetable Oil Company, Inc., 26 
U. S. P. Q. 43. 

Applicant also states that the examiner erred in refusing to accept applicant’s 
offer of a disclaimer of the word “Snow” as being descriptive. The examiner held 
that applicant’s proposal to disclaim the word “Snow” in order to avoid the 
reference, would not make the marks less similar. 

The examiner is correct in his holding, since a disclaimer of one of the words, 
apart from the mark, does not, in any sense, remove the word as an integral part 
of the mark as the public sees it, and since it is the mark as a whole which must be 
considered, the offer to disclaim the word “Snow” could not remove the effect of that 
word from the mark or from the eyes and mind of the general public in so far as 
likelihood of confusion is concerned. Beckwith v. Commissioner of Patents, 252 U. S. 
538, 1920 C. D. 471; Franco-Italian Packing Corp. v. Van Camp Sea Food Co., 
Inc., 31 C. C. P. A. 1029, 142 F. 2d 274, 61 U.S. P. Q. 369. 
The decision of the Examiner of Trade-Marks is affirmed. 
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Incorporated 


JOE E. DANIELS 
Alexander, Maltitz, 
Derenberg & Daniels 

JOHN A. DIENNER, JR. 
Brown, Jackson, Boettcher 
& Dienner 

ISAAC W. DIGGES 

JOSEPH GRAVELY 
Gravely, Lieder, Woodruff 
& Dees 

JAMES F. HOGE 
Rogers, Hoge & Hills 

JOHN HORAN 
Merck & Co., Inc. 

JAMES P. HUME 
Wilkinson, Huxley, 

Byron @ Hume 

W. D. KEITH 
Cooper, Byrne, Dunham, 
Keith & Dearborn 

A. C. MACMAHON 
The Borden Company 

GEORGE E. MIDDLETON 
Pennie, Edmonds, Morton, 
Barrows & Taylor 


INTERNATIONAL COMMITTEE 


WALTER J. DERENBERG, Chairman 
Alexander, Maltitz, Derenberg & Daniels 


L. L. GLEASON 
Marks and Clerk 


WALTER E. HOPPER, JR. 


California Texas Oil Co. Ltd. 


ARTHUR E. JOHNSTON 
Colgate-Palmolive-Peet Co. 


STEPHEN P. LADAS 
Langner, Parry, Card & 
Langner 


NORMAN ST. LANDAU 
Johnson and Johnson 


MAURICE W. LEVY 
Hoffman-La Roche Inc. 


STATE TRADE-MARK COMMITTEE 
JAMES E. CURTISS, Chairman 


National Biscuit Company 

JAMES C. DUNNE 

Sterling Drug, Inc. 
JOHN L. ESTERHAI 

Philco Corporation 
GEORGE HOPPER 

The Procter & Gamble Co. 
FREDERICK H. KNIGHT 

Corning Glass Works 
ARTHUR A. MARCH 

Johnson & Kline 
JOSEPH SHARP 

Wise, Corlett & Canfield 





HUGO MOCK 
Mock & Blum 
JOHN DASHIELL MYERS 
JAMES N. NAYLOR 
Naylor & Lassagne 
BEVERLY W. PATTISHALL 
Rogers and Woodson 
JOHN D. POPE, III 
Koenig & Pope 
STEWART W. RICHARDS 
Beer, Richards, Lane & 
Haller 
LESLIE D. TAGGART 
Watson, Johnson, 
Leavenworth & Blair 
ALBERT R. TEARE 
Bates, Teare @ McBean 
EARL H. THOMSON 
Thomson & Thomson 
ROBERT WHITTREDGE 
Fish, Richardson & Neave 
PERCY E. WILLIAMSON 
Nims, Martin, Halliday, 
Whitman & Williamson 


HORST von MALTITZ 
Alexander, Maltitz, 
Derenberg & Daniels 

FREDERICK MOELLER 
Lehn & Fink Products Corp. 

JOHN DASHIELL MYERS 

P. G. SADONA 
General Electric Co. 
(International) 

EDMUND DILL SCOTTI 
Wm. Wallace White & Scotti 

ERIC WATERS 
Haseltine, Lake & Co. 

DAVID WEILD 
Pennie, Edmonds, Morton, 
Barrows & Taylor 





JOSEPH STAMLER 
Lorentz & Stamler 

LENORE B. STOUGHTON 
Rogers, Hoge & Hills 

BERNARD J. THOLE 
Socony-Vacuum Oil 
Company, Inc. 

JOHN WORTMANN 
Radio Corporation of 
America 


TRADE-MARK MANAGEMENT MANUAL COMMITTEE 


EDGAR BAYOL 
The Coca-Cola Company 
DUDLEY BROWNE 
American Home Products 
Corp. 





JOHN L. ESTERHAI 
Philco Corporation 
NORMAN ST. LANDAU 
Johnson and Johnson 
JACK T. REDWINE 
The Quaker Oats Company 


STEWART W. RICHARDS, Chairman 
Beer, Richards, Lane & Haller 


W. G. REYNOLDS 
E. I. du Pont de Nemours 
& Co., Inc. 

DAPHNE ROBERT 
The Coca-Cola Company 
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